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the United States for the District of Columbia. 
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ALLEN D. GARRISON, Houston, Texas, 

THE TEXAS COMPANY, a Delaware Corporation, 

Appellants, 
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TRUMAN B. WAYNE, Houston, Texas, 

GEORGE EDWARD CANNON, Houston, Texas, 
STANDARD OIL DEVELOPMENT COMPANY, a Dela¬ 
ware Corporation, 

Appellees. 


BRIEF FOR APPELLANTS. 


To the Honorable the Chief Justice and 

Associate Justices of the Court of Appeals: 

INTRODUCTION AND JURISDICTIONAL 
STATEMENT. 

Appellants, William V. Vietti, Allen D. Garrison and The 
Texas Company appeal from an order of the District Court 
of the District of Columbia (Appellants’ App. p. 18) dis¬ 
missing an action brought by them under R. S. See. 4915 


against appellees Truman B. Wayne, George Edward Can¬ 
non and his assignee, Standard Oil Development Company,* 
Civil Action No. 13,561, as to Wayne, and denying leave to 
amend the complaint to include Wayne’s exclusive licensee, 
Visco Products Company, as a party defendant. The case 
comes to this Court on the pleadings, the order complained 
of having followed a petition of Wayne, specially appear¬ 
ing, for dismissal of the bill of complaint on jurisdictional 
grounds (Appellants’ App. pp. 9-12). Cannon and Develop¬ 
ment Co. were served (Appellants’ App. pp. 7-8), but did 
not appear or answer. 

General jurisdiction is given by R. S. Sec. 4915, U. S. C., 
Title 35, Sec. 63 (ivfra p. 7) to the District Courts over 
suits brought by a party to an interference in the United 
States Patent Office who has been denied his patent, the 
purpose of the suit being that the party bringing the suit be 
adjudged to be entitled to his patent. As appears from the 
bill of complaint below (Appellants’ App. pp. 1-5), appel¬ 
lants Vietti and Garrison and appellees Wayne and Cannon 
were parties to a three-party interference in the Patent Of¬ 
fice involving all of the claims, the right to which is to be 
adjudged in the action below. Wayne was awarded prior¬ 
ity in the Patent Office as to all but two of the counts in the 
interference, and Cannon and appellants Vietti and Garri¬ 
son were each awarded one of the remaining two. Appel¬ 
lants Vietti and Garrison and their assignee, The Texas 
Company^ brought the action below under R. S. Sec. 4915 as 
to the claims lost to them in the Patent Office interference, 
naming as defendants both adverse parties competing for 
the same claims, these adverse parties being Wayne and 
Cannon, and Cannon’s assignee, Development Co. 

Jurisdiction in the District Court for the District of Co¬ 
lumbia rests on the Act of March 3, 1927, U. S. C., Title 35, 
Sec. 72a {infra, p. 7), which provides that in a suit under 
R. S. Sec. 4915, when there are adverse parties residing in 
different jurisdictions not embraced within the same State, 

•Standard Oil Development Company is hereinafter referred to as De¬ 
velopment Co. 
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the District Court for the District of Columbia shall have 
jurisdiction. In this case, Wayne, one of the adverse par¬ 
ties in the interference, resides in the Southern District of 
Texas (Appellants’ App. p. 9). Development Co. is tlie as¬ 
signee of the whole interest of Cannon, the other adverse 
party in the interference, and is therefore an adverse party. 
Development Co. can be reached only in Delaware, where it 
is incorporated, or in the Southern District of New York, 
where it has a place of business (Appellants’ App. pp. 2-3). 
Since Wayne and Development Co., both adverse parties, 
reside in different districts not embraced within the same 
State, the jurisdiction of the District Court for the District 
of Columbia attaches. 

The jurisdiction of this Court on appeal arises from 
the general statutes U. S. C., Title 28, Sec. 225, and 
Code, Dist. of Col., Title 18, c. 2, sec. 26 (infra, pp. 7-8), 
giving this Court the power of review of final orders of the 
District Court for the District of Columbia. The order of 
the Court below, dismissing the bill of complaint “as to the 
matters in controversy between plaintiffs and Truman B. 
Wayne”, irrespective of form, is a final order in nature and 
effect, and finally determines the action by the omission of 
an indispensable party. This will be shown below, pages 
23-26. As a final order in nature and effect, it is reviewable 
bv this Court. The denial of the right to amend to add 
Wayne’s exclusive licensee, Visco Products Company, as a 
party defendant, is also final in effect in the omission of an 
indispensable party, and is reviewable by this Court. 

STATEMENT OF THE CASE. 

The case involved in this appeal is a suit in equity (Civil 
Action No. 13,561), filed November 6, 1941 under Revised 
Statutes, Sec. 4915 U. S. C., (Title 35 Sec. 63) and arises out 
of a three-party interference* in the United States Patent 
Office which involved, as to all three parties, each of the 

* The pertinent allegations of the Bill are here summarized. They make 
up substantially the entire bill of complaint, which appears in Appellants’ 
Appendix, pages 1-5. 
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claims in issue in this cause. The interference involved 

(1) an application of appellants Vietti and Garrison, resid¬ 
ing respectively at Cucuta, Colombia, South America, and 
at Houston, Texas, which application is wholly assigned to 
appellant The Texas Company, a corporation of Delaware; 

(2) an application of appellee Cannon, residing at Houston, 
Texas, which application is wholly assigned to appellee, 
Development Co., a corporation of Delaware, having a regu¬ 
lar and established business in the City of New York, New 
York; and (3) an application of appellee Wayne, a resident 
of Houston, Texas, which application is not assigned. 

The interference involved eight counts (Appellants’ App. 
pp. 3-4). Priority of invention of count 5 was awarded to 
Vietti and Garrison. Priority of invention of count 6 was 
awarded to Cannon and of the remaining six counts to 
Wayne (Appellants’ App. p. 4). Each of the parties ap¬ 
pealed, and the decision of the Examiner of Interferences 
was affirmed by the Board of Appeals in decisions dated Au¬ 
gust 4, 1941, and September 15, 1941 (Appellants’ App. p. 
4). 

Thereupon appellants Vietti and Garrison, on September 
19,1941, filed a Notice of Appeal to the United States Court 
of Customs and Patent Appeals. On October 8,1941, appel¬ 
lee Wayne filed with the Commissioner of Patents a Notice 
of Election under R. S. Sec. 4911 to have further proceed¬ 
ings in the interference conducted under R. S. Sec. 4915 (Ap¬ 
pellants’ App. pp. 4-5). The appeal to the United States 
Court of Customs and Patent Appeals was thereupon dis¬ 
missed by that Court on October 31, 1941, and the suit in¬ 
volved here was brought in the District Court for the Dis¬ 
trict of Columbia on November 6,1941. 

On December 6, 1941, John H. Bruninga, as attorney for 
appellee Wayne and his exclusive licensee, Visco Products 
Company, filed a petition (Appellants’ App. pp. 9-12) set¬ 
ting forth that Wayne is, as set forth in the Complaint, a 
resident of Houston, Texas, and admitting service on 
Wayne, stating (Appellants’ App. p. 10): 
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! 6. That a copy of the Bill of Complaint, tog 
with a copy of a Summons in the above entitled d 
was handed said Truman B. Wayne at Houston, 1 
on November 17,1941, but that no such copy was hi 
Visco Products Company. That neither said Tr 
B. Wayne nor Visco Products Company have 
served with any legal process in the above en 
cause, and that neither said Truman B. Wayne 
Visco Products Company has entered its appearaif 
this cause.” 


bther 
ause, 
exas, 
inded 
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been 
itled 
nor 
ce in 


ants’ 


tl 
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This petition admitted the statements in the Bill of Com¬ 
plaint with regard to the interference proceeding ard its 
outcome. It also stated that Visco Products Company is the 
exclusive licensee under the application of Wayne involved 
in the interference proceedings and in the suit (Appellants’ 
App. p. 9). The petition concluded by denying jurisdiction 
of the Court below over Wayne or his exclusive licensee 1 , and 
prayed dismissal of the bill of complaint (Appellants’ App. 

p. 12). 

On or about December 13,1941, a stipulation (Appel 
App. p. 12) was entered into reciting: that 
fendant Truman B. Wayne, by counsel, having entej' 
special appearance * * This stipulation was sigr 
Bruninga on behalf of Truman B. Wayne. 

On December 24,1941 appellants filed an opposition 
petition of Bruninga, and in this included a prayer for 
to amend the Bill of Complaint to include Visco Proj 
Company as a party defendant (Appellants’ App. p 
With this paper they served and filed their proposed a 
ment to the Bill of Complaint, setting forth, on inforn 
and belief, that Visco Products Company is, and was 
to the institution of the action, the exclusive licensee 
Wayne application involved, and adding Visco Pr 
Company as a defendant (Appellants’ App. pp. 13-14) 
After oral hearing an opinion (Appellants’ App. pp. 15- 
16) was filed by Judge Bailey on February 5, 1942, which 
held that Wayne had appeared specially; and then slated: 


ltd 
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leave 
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13). 
lhend- 
ation 
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“On the question of jurisdiction I agree with the dis¬ 
senting opinion in the case of Nacliod et al. v. Automa¬ 
tic Signal Corp., 105 Fed. 2nd 081 and 084, to the effect 
that an exclusive licensee is not an ‘adverse party,’ 
within the meaning of Sec. 72(a), U. S. C. A. 

“The motion to dismiss the complaint should be sus¬ 
tained and leave to file the amended complaint denied.” 

A motion for reconsideration and rehearing was filed by 
petitioners on February 12, 1042. This motion was denied 
by a separate order which was entered simultaneously with 
the order dismissing the Bill of Complaint as to Wayne and 
denying leave to amend the Complaint (Appellants’ App. 
pp. 17-18). 

Cannon and Development Co., although served (Appel¬ 
lants’ App. pp. 7-S), did not appear or answer. 

STATUTES INVOLVED. 

The pertinent portions of the statutes involved in this 
Appeal and upon which it is based, are as follows: 

Revised Statutes, Sec. 4004, as amended by Act of March 
2,1927, 44 Stat. L. 1335 (U. S. C. Title 35, sec. 52), herein¬ 
after designated “R. S. Sec. 4904.” 

“Sec. 4904. Whenever an application is made for a 
patent which, in the opinion of the Commissioner, would 
interfere with any pending application, * * # he shall 
give notice thereof to the applicants, # * and shall 

direct the Primary Examiner to proceed to determine 
the question of priority of invention. And the Commis¬ 
sioner may issue a patent to the party who is adjudged 
the prior inventor, unless the adverse party appeals 
from, the decision of the Primary Examiner, within such 
time, not less than twenty days, as the Commissioner 
shall prescribe.” 

Revised Statutes, Sec. 4915, as amended by Act of March 
2, 1927, 44 Stat. L. 1335 and Act of March 2, 1929, 45 Stat. 
L. 1476 (U. S. C., Title 35, Sec. 63), hereinafter designated 
“R, S. See. 4915”. 


“Sec. 4915. (U. S. C., Title 35, Sec. 63) Whenever a 
patent on application is refused by the Commissioner 
of Patents, the applicant, unless appeal has been taken 
from the decision of the Board of Appeals to the United 
States Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided, in which case no 
action may be brought under this section, may have rem¬ 
edy by bill in equity, if filed within six months after 
such refusal; and the court having cognizance thereof, 
on notice to adverse parties and other due proceedings 
had, may adjudge that such applicant is entitled, ac¬ 
cording to law, to receive a patent for his invention, as 
specified in his claim or for any part thereof, as the 
facts in the case may appear. And such adjudication, 
if it be in favor of the right of the applicant, shall au¬ 
thorize the Commissioner to issue such patent on the 
applicant filing in the Patent Office a copy of the adjudi¬ 
cation and otherwise complying with the requirements 
of law * * 

The two sections above have been further amended, but 
are quoted in the form in which they affect the present case. 

Act of March 3,1927, 44 Stat. L. 1394 (U. S. C., Title 35, 
Sec. 72a), hereinafter designated the “Act of March 3, 
1927.” 

“And upon the filing of a bill in the District Court 
of the United States for the District of Columbia 
wherein remedy is sought under section 4915 * * * of 
the Revised Statutes (U. S. C., Title 35, Sec. 63 # * *), 
without seeking other remedy, if it shall appear that 
there is * * * adverse parties residing in a plurality 
of districts not embraced within the same State, the 
court shall have jurisdiction thereof and writs shall 
unless the adverse party or parties voluntarily make 
appearance, be issued against all of the adverse parties 
with the force and effect and in the manner set forth 
in this section (Sec. 113 of title 28, U. S. C.): * * •” 

Act of February 13, 1925 (43 Stat. 936, c. 229); U. S. C., 
Title 28, sec. 225, hereinafter referred to by its Code desig¬ 
nation : 
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“Sec. 225. Tlie circuit courts of appeal shall have 
appellate jurisdiction to review by appeal final deci¬ 
sions— 

“First. In the district courts, in all cases save where 
a direct review may be had in the Supreme Court un¬ 
der section 345 of this title.” 

Act of February 9, 1893, c. 74, sec. 7 (27 Stat. 435); as 
amended March 3, 1901, c. S54, sec. 226 (31 Stat. 1225), 
March 3, 1921, e. 125, sec. 12 (41 Stat. 1312); Code of the 
District of Columbia, Title 18, c. 2, sec. 26, hereinafter re¬ 
ferred to by its Code designation: 

“26. Any party aggrieved by any final order, judg¬ 
ment dr decree of the district court of the United 
States for the District of Columbia, or of any justice 
thereof, may appeal therefrom to the said court of ap- 
jjeals; and upon such appeal the court of appeals shall 
review such order, judgment, or decree and affirm, re¬ 
verse or modify the same as shall be just, * * 

STATEMENT OF POINTS RELIED UPON IN 

THIS APPEAL. 

1. The two parties, Wayne and Cannon, who were opposed 
to appellants Vietti and Garrison in the Patent Office inter¬ 
ference, arte adverse parties in an action under R. S. 4915 
and therefore indispensable parties to the action both as 
to claims awarded to Wayne and as to claims awarded to 
Cannon. Cannon’s assignee, Development Co., is likewise 
an indispensable party. 

2. Since Development Co. and Wayne reside in different 
districts “not embraced within the same State, “the Court 
below had jurisdiction of the cause as to all parties and 
erred in dismissing the complaint. 

3. The jurisdiction of the court below was not affected 

or lost by the failure of Development Co. and Cannon to 
appear and. answer, and hence the dismissal of the com¬ 
plaint was in error. i 
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4. The order in the case below, although in form a dis¬ 
missal as to Wayne alone, completely precludes appellants 
from further action and leaves appellants without relief 
except by way of appeal and is hence final in nature It is 
therefore an appealable order. 

5. The exclusive license of Wayne, Visco Products Com¬ 
pany, is an indispensable party, and the denial of the mo¬ 
tion to amend the complaint by making Visco Products 
Company a party defendant was in error and is appealable. 

SUMMARY OF ARGUMENT. 

A. The statutes and the nature of an action under R. S. 
Sec. 4915 require that all parties competing in the Patent 
Office interference be present. R. S. Sec. 4915 requires no¬ 
tice to adverse parties and the adverse parties are all the 
parties contesting for the claims with the winner in the Pat¬ 
ent Office. The rights of all the contesting parties should 
be adjudicated in one action, since otherwise each of the 
losing parties in an interference with three or more parties 
could bring separate actions against the winner, and pos¬ 
sibly succeed, with the patently absurd result that more 
than one party might be judged entitled to the same claims. 

The nature of the action also requires that all congesting 
parties in the Patent Office Interference be present. The 
interests of the public require that each contesting party 
in the interference be made a party, since each is an adverse 
party and has been found by the Patent Office to have an 
interest in the subject matter adverse to the party bringing 
the suit. 

Hence, where there has been a three party interference 
in the Patent Office, and one losing party brings an action 
under R. S. Sec. 4915, the other losing party as well as the 
winning party, is an adverse party and an indispensable 
party to the action. Both Cannon and Wayne are “ad¬ 
verse parties” with respect to plaintiffs in the present 
action. 
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B. In a suit under R. S. Sec. 4915, the assignee of the 
entire rights to a patent application involved in the proceed¬ 
ing stands in the place of its assignor. Cannon’s applica¬ 
tion was wholly assigned to Development Co. Develop¬ 
ment Co. 1 is therefore an “adverse party”, and an indis¬ 
pensable party in the 4915 action arising as to claims in 
interference to which Cannon was a party. 

C. The act of March 3, 1927 gives the District Court 
for the District of Columbia jurisdiction of an action under 
R. S. Sec. 4915 when there are adverse parties “residing 
in a plurality of districts not embraced withn the same 
State.” Wayne and Cannon’s assignee, Development Co., 
are adverse parties in the 4915 action here involved. 
Since Wayne resides in the Southern District of Texas 
and Development Co. can be reached only in Delaware or 
New York, the Court below has jurisdiction of the suit, 
and its dismissal was erroneous. 

D. The Court below did not lose that jurisdiction by 
mere default of Development Co. and Cannon, and their 
failure to appear and answer. 

E. Irrespective of which adverse party was awarded 
the claimfe, all of the other parties in an interference con¬ 
testing for the same claims, are adverse parties with re¬ 
spect to the party bringing the 4915 action. The interfer¬ 
ence proceeding in the Patent Office was one proceeding. 
The split award of prority, by which Wayne was awarded 
priority of some of the claims in the interference and Can¬ 
non of others, does not create two separable actions. 

F. The dismissal as to Wayne alone is in nature and 
effect a final decree. Wayne and Cannon or his assignee 
are adverse parties and necessary parties to the action as 
to all claims involved, irrespective of which was awarded 
priority in the Patent Office. There can be no adjudica¬ 
tion under R. S. Sec. 4915 that appellants are entitled to 
a patent on the claims involved unless both adverse par- 
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ties are served and notified. Since the absence of Wayne 
defeats the action as to all claims involved, and lea ves ap¬ 
pellants no remedy, the order is final in nature and effect 
and is therefore appealable. 

G. Visco Products Company is the exclusive licensee 
under Wayne’s application involved in the interference. 
As to all claims involved in the interference, it has rights 
of use exclusive of all others, and these rights are derived 
from Wayne. It loses them if appellants succeed and 
Wayne loses his claims. Visco Products Company there¬ 
fore has a vital interest adverse to appellants and is an 
indispensable party. It should be made a party to the suit 
and its absence would prevent the adjudication of the right 
of appellants to a patent. 

H. The denial of the motion for leave to amend to add 
Wayne’s exclusive licensee as a defendant excludes from 
the action an adverse and indispensable party. Absence of 
the exclusive licensee therefore would nullify the entire 
action if the licensee is found to be an indispensable party. 
The order denying the right to amend is therefore final in 
its nature and is appealable. 


ARGUMENT. 

Introduction. 

The primary question involved in this appeal is: Who 
are the adverse parties in an action under R. S. Sec. 4915 
arising out of a Patent Office Interference involving more 
than two parties in the Patent Office? If, as contended by 
respondent Wayne, only the victorious party in the Patent 
Office is an adverse party, then as to claims awarded to 
Wayne, suit, could have been brought only in the jurisdic¬ 
tion in which Wayne is found, the Southern District of 
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Texas; and as to claims awarded to Cannon, suit could have 
been brought only in the jurisdiction of Cannon’s assignee 
{Standard Oil Co. v. Pure Oil Co., D. C., Dist. of Col. 1937, 
19 F. Supp. 833). However, we submit that it is clear both 
from the Statutes and the nature of the action involved that 
each of the other interfering parties in the Patent Office was 
an adverse party irrespective of the award of priority, and 
that the contention of respondents is entirely erroneous. 

A. The Parties to the Interference in the Patent Office 
Other than the One Bringing the Suit Are the “Ad¬ 
verse Parties” in an Action Under R. S. Sec. 4915.* 

An action under R. S. Sec. 4915 is sui generis. It arises 
only after the final tribunals in the Patent Office, either in 
the prosecution of an application or in an interference pro¬ 
ceeding, have decided that an applicant is not entitled to the 
grant of a! patent. It is a review of the proceedings in the 
Patent Office for the purpose of securing a reversal of the 
conclusions there reached, and to authorize the Commis¬ 
sioner of Patents to grant the patent which he has hitherto 
refused. Although it is a review of the Patent Office action, 
it is not an appeal, but a proceeding de novo, General Talk¬ 
ing Pictures Corp. v. American Tri-Ergon Corp., 96 F. (2d) 
800, 812 C. C. A. 2,1938; Note 20 to Washington Terminal 
Co. v. Boswell et al., 124 F. (2d) 235, 245, C. A. D. C., 1941. 
It is entirely a creature of Statute; and both the Statutes 
involved and the nature of the action make it clear that all 
of the parties involved in the Patent Office interference 
other than the party bringing the action are “adverse 
parties.” 

R. S. Sec. 4915, which creates the cause of action, pro¬ 
vides for the remedy “by bill in equity” and further states 
that “the Court having cognizance thereof, on notice to 
adverse parties ** and other due proceedings had” may ad- 

*That the assignee of a party to the interference takes his place as an 
adverse party is discussed below, pages 19-20. 

** Emphasis ours throughout. 
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judge the right of the applicant bringing the suit to receive 
a patent. That the Commissioner of Patents is not an 
adverse party in an action which arises out of an interfer¬ 
ence proceeding, was held by this Court in Coe v. Hobart 
Mfg. Co., 102 F. (2d) 270, 271. The Commissioner has held 
that the subject matter is allowable and that oijie of the 
parties is entitled to it; he has no further concern with the 
debate as to which of them receives it. As we shall show 
later, each of the other parties to the interference is con¬ 
cerned, and has rights that are involved. 

The reference to “adverse parties’ * in R. S. Sec. 4915 
was not drawn out of thin air. It refers back to the Statute 
creating interferences, R. S. Sec. 4904, U. S. C., Title 35; 
Sec. 52. That Statute {supra, p. 6) provides for inter¬ 
ferences and for the determination of priority of invention 
therein, and then proceeds: 

“And the Commissioner may issue a pateht to the 
party who is adjudged the prior inventor, unless the 
adverse party appeals from the decision of the Primary 
Examiner, within such time, not less than twenty days 
as the Commissioner shall prescribe.” 

Clearly this Statute applies, and has always been held to 
apply to situations in which more than two parties inter¬ 
fere ; and in such situations, each of the losing parties is an 
“adverse party” having a right of appeal. In i;he inter¬ 
ference giving rise to the present action, in which the inter¬ 
fering applicants were Vietti and Garrison, Cannon and 
Wayne, each of the three parties appealed from the awards 
of priorty to others (Sec. 12, Bill of Complaint, Appellants’ 
App. p. 4; Bruninga’s Petition Sec. 7, Appellants ’ App. 

p. 10). 

It is submitted that the conclusion is inescapable that all 
the interfering parties contesting for priority are “adverse 
parties” with respect to one another. With respect to any 
one of them seeking the right to the patent, each of the 
others, whether he won or lost priority in the Parent Office 
has presented an adverse claim to the patent, and is an 
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“adverse party”. In Hazeltine Corporation v. White, E. D. 
New York, 2 F. Supp. (Aff. 68 F. (2d) 715), a four party 
interference was involved. Suit was brought by the as¬ 
signee of one party against the winning party, White. Com¬ 
menting on the absence of the other interfering parties, 
Daley and Roberts, the Court said (p. 95): 

“The question narrows itself to this: Do the rights 
accruing to Daley and Roberts under section 4915, to 
bring suit similar to the cause instituted by plaintiff, 
make them adverse parties within the meaning of the 
section? If this Court has jurisdiction of the present 
suit, it likewise would have jurisdiction in the suits 
which might be brought by Daley and Roberts against 
White. Conceivably, if the three causes, instead of one, 
were tried, it would be possible to reach the ridiculous 
conclusion that Trube was earlier than White, and, 
therefore was entitled to the patent; that Daley was 
prior to White, and that he was entitled to a patent; 
and thirdly that Roberts was prior to Wliite, and that 
he was entitled to a patent. Thus this Court would be 
certifying to the Commissioner of Patents in effect, if 
such procedure were followed, that each of the un¬ 
successful parties was entitled to a patent as against 
White. The result is a legal absurdity. 

“Hence it must be concluded that so long as Daley 
and Roberts have the right afforded by section 4915, 
they are adverse parties within the meaning of the law. 
Cleveland Trust Co. v. Nelson (D. C.), 51 F. (2d) 276. 
Of course, this Court should not entertain jurisdiction 
in the absence of such indispensable parties. Etten- 
herg v. Blair (D. C.), 36 F. (2d) 989.” 

Similarly, in the present case, Cannon (or his assignee) 
has the same right to bring an action against Wayne as do 
appellants. If this could be done in the absence of appel¬ 
lants, and were successful, the same absurd situation would 
arise as was indicated by the Court in the Hazeltine case. 
Obviously, neither appellants nor Cannon could be ad¬ 
judged entitled to a patent on the claims involved without 
affecting the interests of the other, as well as of the win¬ 
ning party Wayne. 
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The term “adverse parties” is also used in th 


fe Act of 


March 3, 1927, which provides that when there are “ad¬ 
verse parties residing in a plurality of districts not em¬ 
braced within the same State” the District Court of the 
United States for the District of Columbia shall have juris¬ 
diction. The very purpose of this Act was to enable the 
party bringing the suit to bring into the proceedings all 
who might be making claims to rights under, or ownership 
of the same invention. As stated in Underwood, '[nterfer- 
ence Practice, 1928, § 164, pages 418-9: 

“In attempting to obtain a patent under Rj S. 4915 
where three or more parties were involved, great dif¬ 
ficulty was experienced in obtaining jurisdictio n of the 
defendants where they resided in different States. 
Since all parties in interest, which includes assignees, 
are necessary parties, it is often found that the defen¬ 
dants reside in different States. It is believed that 

Code of 


the amendment to section 52 of the Judicial 
March 3, 1927, cures this difficulty. If all the defen¬ 
dants reside in the same State, the suit under this sec¬ 
tion must be brought in the district in which they re¬ 
side and not in the district in which the plaintiff re¬ 
sides. If the defendants reside in different States or 
in foreign countries, the suit will be brought in the 
Supreme Court of the District of Columbia.” 

We submit that it was clearly the intent of the Statutes 
that only one proceeding should determine all the questions 
involved between all of the contestants for the patent priv¬ 
ilege ; and this was the obvious reason for requiring notice 
to all “adverse parties” and for the provisions of the Act 
of March 3,1927 making it possible to bring all the adverse 
parties into one Court, that of the District of Columbia. 

Furthermore, the nature of the action under R. S. Sec. 
4915 requires that all of the contestants for priority in the 
Patent Office be brought into Court in the one action. As 
pointed out in Coe v. Hobart Mfg. Co ,, supra , the Commis¬ 
sioner of Patents has decided that the subject matter in¬ 
volved is patentable. Each of the parties has beep held to 


V 
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have an adequate basis for the claims on which he seeks 
his patent. 1 The Commissioner of Patents has decided the 
question of priority in favor of one of the parties. In the 
4915 actioii, a losing party appears before the Court and 
asks, de novo, that he be adjudged to be entitled to the 
patent on that subject matter. It was stated in Butter- 
worth v. Hoe, 1884, 112 U. S. 50, 59; 28 L. Ed. 656, 659: 

“* * * in every grant of the limited monopoly two 
interests are involved, that of the public, who are the 
grantors, and that of the patentee. There are thus two 
parties to every application for a patent, and more, 
when, as in the case of interfering claims or patents, 
other private interests compete for preference.” 

Consequently, in determining whether a complainant in 
a 4915 action is entitled to the patent, the Court must ad¬ 
judicate that the complainant is entitled to his patent not 
only with respect to the interests of the public but also with 
respect to those of all the other contesting parties. It would 
hardly serve the interests of the public in a case such as 
this to determine that the complainant is entitled to a patent 
as against the interests of only the winning party in the 
interference without considering also the interests of all 
other parties, held by the Commissioner of Patents to have 
an interfering right. 

The very question involved has been specifically consid¬ 
ered by the Court of Appeals of the Second Circuit in 
Hazeltine Corporation v. White, 68 F. (2d) 715 (1934). In 
that case, there had been a four party interference in the 
Patent Office between an application of White; an appli¬ 
cation of Trube, assigned to Hazeltine Corporation; an ap¬ 
plication of Roberts, assigned to Radio Corporation of 
America and an application of Daley, assigned to Research 
Products Corporation. The suit was brought by Hazeltine 
Corporation, as assignee of Trube, against White in the 
Eastern District of New York, where White resided. The 
assignees of Roberts and Daley could not be reached in that 
jurisdiction. The Court said (pages 716-17): 
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“Any decree which authorized the issuance of the pat¬ 
ent to one party to the suit would to the same extent 
deny the right of adverse parties to the patent, whether 
they were present or absent. The only difference would 
be in the effect to be given the decree as applied to 
absent adverse parties. 

“The interests of all of the owners of applications for 
a patent are inseparable from the right to the; patent 
itself and so inseparable from each other. No one is 
ever to be granted a patent simply by showing that 
another is not entitled to it. The basis of the grant is 
the statutory proof of a right, as against all the world, 
to a monopoly created by statute. Before the patent is 
issued no one has that monopoly. The appellant can¬ 
not obtain it in this suit from White. All it could do, 
at most, would be to preclude White from ever obtain¬ 
ing it from the government. Only in the sense that 
a decree in this suit would be futile to establish the 
right of anyone to a patent on the assumption that 
the Commissioner would not be authorized to i ssue it, 
can it be said that a decree can be made which does not 
affect the interests of the absent adverse parties, the 
Radio Corporation and the Research Products Corpor¬ 
ation. A decree which did authorize the Commi ssioner 
to issue the patent would ignore the right of the absent 
adverse parties to be heard, and leave the controversy 
in such a condition that its final determination might 
be contrary to fundamental principles of equity and 
good conscience. The two corporate defendants are, 
therefore, indispensable parties. Shields et al. v. Bar- 
row, 17 How. 130, 15 L. Ed. 158.” 

In Cleveland Trust Co. v. Nelson, D. C., E. D. Mich. 
1931, 51 F. (2d) 276, a 4915 action was involved which grew 
out of a three party interference involving an application 
of Nelson, an application of Berry, and an applicE.tion of 
Jardine, assigned to the Cleveland Trust Co. Berry had 
been awarded priority in the Patent Office. The Court said 
(pp. 277-8): 

“I cannot agree with the contention that there are 
in this suit neither present nor possible adverse parties. 
The plaintiff’s assignor was a defeated applicant for 



a patent before the Patent Commissioner and the 
Board of Appeals. The defendant Nelson is also a 
defeated applicant, whose interests ivere adverse to the 
plaintiff’s assignor. In this suit the interests of plain¬ 
tiff and the defendant Nelson are clearly adverse. 
Berry is the successful applicant. It is idle to say that 
he is not an adverse party, because in this suit he 
neither does nor can seek affirmative relief. He won 
his case before the administrative tribunal. He is here 
defending his position. He does not require any relief. 
• * * He is an adverse party.’* 

It is clear, we submit, that the language of the Statutes 
and the nature of the action require that all the interfering 
parties involved in the Patent Office proceedings, or their 
assignees, be regarded as adverse parties. No adjudica¬ 
tion that any one of them is entitled to a patent can be 
made without adversely affecting their interests, whether 
they won or lost in the Patent Office. 

In the interference which gave rise to this action, the 
known contesting applicants at the time the Bill of Com¬ 
plaint was filed below were applicants Vietti and Garrison, 
Cannon and Wayne. Cannon had assigned all rights to his 
invention to Development Co. (Bill of Complaint Sec. 8, 
Appellants’ App. p. 10). 

Wayne received a final award of priority from the Patent 
Office as to six of the eight claims involved in the inter¬ 
ference; Cannon was awarded priority as to one claim and 
appellants Vietti and Garrison were awarded priority as 
to the remaining claim. 

As to thfe claims awarded to Wayne, the essential subject 
matter involved in this action, Wayne is, of course, an ad¬ 
verse party. Since Cannon was adjudged in the Patent 
Office to have the right to make the claims, was an active 
contestant throughout the Patent Office proceedings, and 
had the same rights as did appellants to bring an action 
under Sec. 4915, he was an “adverse party” and therefore 
he (or his assignee) is an indispensable party in the action 
brought by appellants to have them adjudged entitled to 
the grant of the patent. 
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Similarly, as to the claim awarded to Cannon, Cannon 
is an adverse party, as he has the claim. Wayne, as a con¬ 
testant for the same claim in the Patent Office, is also an 
“adverse party” and therefore a necessary party. 

We submit that it is clear that, in a 4915 action arising 
from an interference in which three parties are contestants 
of the same claims, which are those involved in the action, 
both of the contesting parties other than the one bringing 
the suit are “adverse parties”, irrespective of which was 
awarded priority. Hence as to all of the claims hqre, both 
Wayne and Cannon are “adverse parties”, as that term 
is used in R. S. Sec. 4915 and in the Act of March 3, 1927. 

B. Standard Oil Development Company, the Assignee of 
the Entire Rights of Cannon, Stands in Cannon’s Shoes- 
and Is Likewise an Indispensable Party to the* Action 
Under R. S. Sec. 4915. 

Development Co. as alleged in Sec. 8 of the Bill of Com¬ 
plaint (Appellants’ App. p. 10), is the owner of the title 
to the Cannon application. Development Co. stands in the 
shoes of Cannon; and if Cannon is an adverse party, De¬ 
velopment Co. is likewise an adverse party and an indis¬ 
pensable party to the suit. 

It is well settled that when an application for patent 
involved in an interference is assigned, the assignee be¬ 
comes the real party in interest and an indispensable party 
in an action under R. S. Sec. 4915. Standard Oil Co. v. 
Pure Oil Co., D. C. Dist. of Col. 1937, 19 F. Supp. Sj33, 835. 
In Nakken Patents Corp. v. Westinghouse Electricld Mfg. 
Co., et al., 21 F. Supp. 336, 337; D. C. E. D. Pen[i. 1937, 
Judge Maris said: 

“It may be conceded that the as: 
proper party to a suit under Sec. 

35 U. S. C. Sec. 63; Armstrong vs 
6 F. (2d) 369. We think it it 
Westinghouse, as assignee, is tl 
interested in the suit. Becker -< 

(C. C. A.) 273 F. 419.” 


signor of a patent is a 
4915 R. S. as amended, 
5. Langmuir (C. C. A.) 
; clear, however, that 
le only party actually 
7S. General Chain Co. 
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See also Pierce Foundation et al. v. Pemberthy Injector 
Co., D. C., Del., 1938, 22 F. Supp. 239; Ilazeltine Corp. v. 
White, C. C. A. 2, 1934, 6S F. (2d) 715, 717; Becker v. Gen¬ 
eral Chain Co., C. C. A. 1, 1921, 273 F. 419. 

It is submitted, therefore, that Development Co. the as¬ 
signee of Cannon, is an indispensable party to this litiga¬ 
tion, standing in the place that Cannon would have, if he 
had not assigned his application. Jurisdiction of the Court 
below under the Act of March 3, 1927 depends upon this, 
as wull now be pointed out. 

C. The Act of March 3, 1927 Gives Jurisdiction of the 4915 
Action Here Involved to the District Court for the Dis¬ 
trict of Columbia, Since the “Adverse Parties” Wayne 
and Development Co. Reside in a Plurality of Districts 
Not Embraced Within the Same State. 

The Act of March 3, 1927 provides that when there are 
“adverse parties residing in a plurality of districts not 
embraced within the same State”, the United States Dis¬ 
trict Court for the District of Columbia has jurisdiction. 
We have showm that Wayne and Development Co. are “ad¬ 
verse parties”. Wayne resides in the Southern District 
of Texas. Development Co. can be reached only in Dela¬ 
ware or the Southern District of New York. Obviously, the 
requisites for jurisdiction under the Act of March 3, 1927 
are present. It is to be noted that no reasons for holding 
a lack of jurisdiction over Wayne appear in the opinion 
filed by the Court below T (Appellants’ App. pp. 15-16). 

It is submitted that the dismissal as to Wayne was clearly 
erroneous. 
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D. Failure of One of the Parties Defendant to Appear and 
Answer Does- Not Alter the Character of That Party 
as an Adverse Party and Does Not Cause the Court 
Below to Lose Jurisdiction. 

It has been argued below and will undoubtedly be) argued 
here, that the failure of Development Co. or Cannon to 
appear or answer or otherwise plead below indicates that 
neither has an adverse interest in the matters at issue. We 
submit that this contention is obviously specious. 

It is elementary that jurisdiction is tested by the situa¬ 
tion as it exists when the Bill of Complaint is filed (30 C. J. 
Sec. 430). As we have shown, Development Co., as assignee 
of Cannon is clearly an indispensable party to the suit under 
R. S. Sec. 4915 (supra, p. 19). Development Co. and 
Cannon were both named as defendants in the bill of com¬ 
plaint and were served. If the District Court for the Dis¬ 
trict of Columbia had jurisdiction under the Act of March 
3, 1927, that jurisdiction is not lost merely because of the 
failure of Development Co. and Cannon to appear and 
answer, nor are they any the less adverse parties. 

Any other rule would lead to a clear absurdity. When 
a party who is sued and over whom the Court has acquired 
jurisdiction fails to appear and answer, it does not make 
him any the less a party, nor cause the Court to lose juris¬ 
diction. On the contrary, in a proper case # it may subject 
the defaulting party to a default decree. 

Were the contention of respondent Wayne found correct, 
then in any case a defendant who has been sued could relieve 


himself of all liability under the complaint, and the Court 
of all jurisdiction, by merely failing to appear. 

Clearly, the jurisdiction of the Court below attached 
under the Act of 1927 by reason of the fact that the indis¬ 
pensable parties Development Co. and Wayne reside in 

* The Courts have held that in a 4915 Action, even the default of a party 
defendant does not entitle the plaintiff to a decree and the plaintiff is still 
under the necessity of establishing his rights to a patent, as agaihst the de¬ 
faulting party (Davis et al. vs. Garrett, 152 Fed. 723, 724). This is as it 
should be to protect the interest of the public in such a situation. 
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different jurisdictions in different States, and is not lost 
by the fact that one of the indispensable parties defaulted. 

E. The Split Award of Priority in the Three-Party Inter¬ 
ference in the Patent Office Does Not Create Two Sep¬ 
arable Actions Against the Two Winning Parties. 

It has been contended by appellee Wayne that, because 
priority as to some of the claims in the interference was 
awarded to him and priority as to others was awarded to 
Cannon, there are two distinct and separable causes of 
action against Cannon and Wayne. This contention de¬ 
pends entirely upon the proposition that, in a suit such as 
this arising from a three-party interference, only the win¬ 
ning party is an “adverse party” with respect to the par¬ 
ticular losing party bringing the suit. We have already 
shown that this proposition is incorrect (supra, pp. 12-19). 

All of the claims involved in this suit were presented as 
issues of one interference in the Patent Office and were 
made by each of the parties to the interference in one ap¬ 
plication. Th question of priority was presented as a single 
proceeding in the Patent Office and clearly is, and should 
be a single proceeding in the action under R. S. Sec. 4915. 

As pointed out above (pages 12-19), all of the interfering 
parties in the Patent Office other than the party bringing 
the 4915 actions are adverse parties in that action. As to 
the claims awarded to Wayne, Cannon or his assignee De¬ 
velopment Co. is also an adverse party. As to the claims 
awarded to Cannon, Wayne is also an adverse party. Each 
has an interest in the subject matter of all of the claims 
involved in this proceeding and R. S. 4915 requires that 
the necessary notice be given to each of them before appel¬ 
lants’ right to the patent on these claims (a single patent) 
can be adjudged. 

Appellee Wayne’s contention arises out of what we sub¬ 
mit is a false view of the nature of the action. Although the 
Bill of Complaint is drawn in conventional form, with the 
adverse parties named as parties, defendant, the purpose 
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of the action is that the Court “may adjudge that such 
applicant (bringing the action) is entitled, according to 
law, to receive a patent for his invention, as specified in 
his claims or for any part thereof, as the facts in the case 
may appear”. The action is brought by appellants that 
they be adjudged entitled to a group of claims which were 
presented by them in a single application in the Patent 
Office. Two other parties were ‘ 1 competing for preference ’ ’ 
for the same claims in a single interference in the Patent 
Office. They are both “adverse parties” as to all the 
claims and are therefore with notice and become defendants. 
It is a single action because appellants presented the claims 
in a single application, contested for them with the other 
parties in a single interference, and now seek to be adjudged 
entitled to them in this cause. 

F. The Order of Dismissal as to Wayne Defeats the Action 
as to All Claims Involved. It Is in Effect a Final Order 
and Therefore Appealable. 

The Order from which this appeal is taken is an order 
which dismisses as to Wayne alone (Appellants’ App. p. 18). 
It is appreciated that in an ordinary suit resting upon joint 
liability of two defendants, dismissal as to one would not 
be an appealable order (Berkley v. Culley, 42 App. D. C. 
140, 1914; Roth v. Mercantile Bank, 41 App. D. C. 293, 
1914). However, this is not an ordinary suit involving 
joint liability, and it is submitted that the order, in its na¬ 
ture and effect, is final and determines the action, and is 
therefore appealable. 

The Courts of review do not look merely to the language 
of the order, but to its effect, to determine if it is a final 
and re viewable order. As stated by Chief Justice Taney in 
For gay et al. v. Conrad, 6 How, 201, 203; 12 L. Ed. io4, 405: 

“The question upon the motion to dismiss is whether 
this is a final decree, within the meaning of the acts 
of Congress. Undoubtedly, it is not final, in the strict, 
technical sense of that term. But this Court has not 
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hitherto understood the words ‘final decrees’ in this 
strict and technical sense, but has given to them a 
more liberal, and, as we think, a more reasonable con¬ 
struction, and one more consonant to the intention of 
the Legislature.” 

The test of reviewability is whether, in effect, the order 
or decree finally and completely determines the particular 
cause, or is final in its nature. Arnold v. U. S. for use of 
Guimarin & Co., 263 U. S. 427, 434; 68 L. Ed. 371, 375; 
Weston v. Charleston, 2 Peters 449, 465; 7 L. Ed. 481, 487; 
U. S. v. River Rouge Improvement Co., 269 U. S. 411, 414; 
70 L. Ed. 339, 343. As stated in Odell v. Battermayi Co., 
223 Fed. 292, 295, C. C. A. 2, 1915: 

“Under the decisions an adjudication is a final appeal- 
able order if it involves a determination of a substantial 
right against a party in such a manner as leaves him 
no adequate relief except by recourse to an appeal.” 

We submit that the order of the Court below, dismissing 
this cause as to Wayne, is in effect and in its nature a final 
decree, because it terminates the action and leaves appel¬ 
lants “no adequate relief except by recourse to an appeal.” 

The order dismisses as to Wayne alone. We have shown 
clearly, we submit, that without Wayne, an adjudication of 
appellants’ right to a patent cannot be made either as to the 
claims awarded to Wayne or as to those awarded to Can¬ 
non. As to the claims awarded to Wayne, Wayne obviously 
must be present; and so also must Cannon, or his assignee, 
because Cannon was an adverse party in the interference. 
As to the claims awarded to Cannon, Wayne must also be 
present because Wayne was an adverse party in the inter¬ 
ference in the Patent Office. Irrespective of wilich group 
of claims is considered, both of the interfering parties 
Wayne and Cannon or their assignees, must be parties and 
be properly served with notice in order that the Court may 
adjudicate appellants’ right to the patent containing them. 

We have found no such a situation before in any case 
arising under R. S. Sec. 4915 and the Act of March 3, 1927. 
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However, the situation is closely parallel to that in Odell v. 
Batterman Co., supra. There Batterman, a tenant o:: Odell, 
was in receivership in the State of New York. Od ell, the 
landlord, applied to the Court for leave to bring ar. action 
of ejectment in the State Courts against Batterman Co., 
the tenant, and the receivers. The lower Court denied this 
application, but issued an order granting leave to the land¬ 
lord to bring an action into the State Court against the 
tenant alone for a determination of the landlord’s light of 
entry (subject to the actual occupation of the receivers). 

In the decision of the Court of Appeals, Judge Rogers 
pointed out that this was in effect, a refusal to allow an 
action of ejectment to be brought in the State Courts. He 
said (p. 294): 

“An action in the New York courts against tlict tenant 
alone would fail as the receivers are in actual posses¬ 
sion of the property, * * *” 

In this connection he referred to the New York Code 
provision supporting his statement. 

The Court after referring to numerous cases distinguish¬ 
ing interlocutory and final decrees, further said (p. 295): 

“The rule announced in these cases for determining 
whether, for purposes of appeal, a decree is final, is 
whether the decree disposes of the entire controversy 
between the parties. Under the decisions an adjudica¬ 
tion is a final appealable order if it involves a determi¬ 
nation of a substantial right against a party in such a 
manner as leaves him no adequate relief except by re¬ 
course to an appeal. In the suit at bar appellant claims 
the legal right to immediate possession of the premises, 
and asserts that he is entitled to have that right de¬ 
termined with all reasonable speed. So much of the 
order appealed from as denied appellant’s application 
was undoubtedly a final order . inasmuch as it definitely 
and conclusively determined the proceeding w\iicli ap¬ 
pellant had instituted. The effect of the order as we 
have pointed out is to leave appellant without relief 
until the receivership is terminated.” 
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In that case, the grant of relief to the plaintiff required 
the presence as defendants of both the Batterman Company 
and its receiver, in order that any relief might be secured, 
just as here the nature of the action requires the presence 
of both Wayne and Cannon or his assignee in order to ad¬ 
judicate plaintiff’s right to a patent on either the claims 
awarded to Wayne or those awarded to Cannon. The ef¬ 
fect of the order in that case was in substance the same as 
that of the order in this case; it eliminated one of the two 
necessary parties, leaving the case in such a status that it 
could not be determined. Since the final effect of the order 
here is to leave plaintiffs no relief except by recourse to 
this appeal, it is submitted that it is final in character and 
is appealable. 

In order that there may be no question that the matter 
is properly before this Court, a petition for allowance of 
a special appeal has been filed in this Court (No. 8227). In 
that petition it is shown that the situation as to dates is 
such that, were the order below correct, it would extinguish 
appellants’ rights of action because, when the decision of 
Judge Bailey was handed down, it was too late to file sep¬ 
arate actions against Cannon and Wayne in their separate 
jurisdictions. This matter has been fully argued in that 
petition, and the argument will not be repeated here. 

It is submitted that the effect of the order is such that 
it is final in character and that this Court has jurisdiction 
of the appeal under its statutory powers (TJ. S. C., Title 
28, sec. 225, supra, p. 8; Code Dist. of Col., Title 18, c. 2, 
Sec. 26, supra, p. 8). 

G. The Exclusive Licensee of Wayne, Visco Products Com¬ 
pany, Is an Adverse Party and Is Therefore a Neces¬ 
sary Party. 

The petition of Bruninga filed December 24, 1941 alleges 
in Paragraph 4 (Appellants’ App. p. 9) that Yisco Prod¬ 
ucts Company, a Delaware Corporation with a place of 
business in Houston, Texas, “is the exclusive licensee under 
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said application for Letters Patent of the United States 
S. N. 24,083, filed May 29,1935, and under all patents which 
may be granted for the subject matter of said application.” 
The specific application referred to is that of appellee 
Wayne, involved in the interference giving rise to this 
cause. Promptly on being advised by Bruninga’s petition 
of the existence of an exclusive licensee, appellants pre¬ 
sented a proposed amendment making Visco Produces Com¬ 
pany a party defendant and moved for leave to ^Lle this 
amendment (Appellants’ App. pp. 13-14). 

It would appear obvious that an exclusive licensee is an 
“adverse party” within the meaning of the language used 
in R. S. Sec. 4915 and in the Act of 1927. It has substan¬ 
tially all the interests of the applicant within its exclusive 
field and its interest is wholly dependent upon those of the 
applicant. 

The only reported decisions directly upon the subject 
appear to be those of the Second Circuit Court of Appeals 
in Parker Rust-Proof Co. et al. v. Western Union Telegraph 
Co. et al., 105 F. (2d) 976, and Nachod et al. v. Automatic 
Signal Corporation et al., 105 F. (2d) 981. In the former 
case, the Court (p. 978) pointed out that R. S. Sec. 4915 
requires “notice to adverse parties,” irrespective of 
whether they are of record or not and (p. 979) that an ex¬ 
clusive licensee necessarily has an interest in the outcome 
of the proceedings and is an adverse party. Because the 
statute requires notice to adverse parties, the Court held 
the exclusive licensee to be an indispensable party in both 
of these cases. 

In the Parker Rust-Proof case, the defendant sought to 
defeat the suit on the ground that its exclusive licensee was 
an indispensable party and was outside the jurisdiction of 
the Court in which the suit was brought. The Court held 
that the exclusive licensee was an indispensable party, but 
the suit was not dismissed because of special circumstances 
arising out of the conduct of the licensee. In the Nachod 
case, defendant sought to defeat the suit because the ex- 
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elusive licensee of the defendant by an unrecorded license 
had not been joined and the suit was dismissed. 

In his decision in the present case, Justice Bailey said 
(supra, p. 6): 

“On the question of jurisdiction I agree with the 
dissenting opinion in the case of Nachod, et al. v. Auto¬ 
matic Signal Corp., 105 F. (2d) 981 and 984, to the 
effect that an exclusive licensee is not an ‘adverse 
party’, within the meaning of Section 72(a), U. S. 
C. A.” 

This View would fully justify the original complaint, 
making Wayne a defendant and not joining the exclusive 
licensee. However, without explaining his reasons for so 
doing, Judge Bailey continued: 

“The motion to dismiss the complaint should be sus¬ 
tained and leave to file the amended complaint denied.” 

It is submitted that Judge Bailey was in error and that 
Wayne’s exclusive licensee, Visco Products Company, is 
an indispensable party. Whether it is or is not does not 
affect jurisdiction nor justify the dismissal of the complaint. 
The diversity of residence requisite for jurisdiction under 
the Act of March 3, 1927 in no wise depends on the presence 
of the licensee, but depends on the diversity of residence of 
Wayne and Development Co. 

Under the Act of March 3,1927, Visco Products Company 
can be brought within the jurisdiction of the District Court 
of the District of Columbia by the amendment to the Bill 
and by service. If this is not done, appellants may suffer a 
serious loss of rights; for if the views of the Court below 
with regard to the status of the exclusive licensee as an “ad¬ 
verse party” are found to be erroneous by this Court, then 
the action may fail merely because of the lack of the exclu¬ 
sive licensee as a party. Since the proposed amendment to 
the complaint and the motion for leave to file it were filed in 
the Court below in ample time under the provisions of K. S. 
Sec. 4915, with service upon the attorney representing 
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Wayne and Visco Products Company, it is submitted that 
the amendment should have been allowed. The lack of 
Visco Products Company as a party defendant was in fact 
suggested by counsel for Wayne in his petition in para¬ 
graph 3 (Appellants’ App. p. 9); and it is to be noted that 
in his petition he used this language (Appellants’ App. p. 
11 ): 

“Now, therefore, I, the said John H. Bruninga, pray 
leave to appear before this Court to enter my special 
appearance in this cause on behalf of said Truman B. 
Wayne and said Visco Products Company * # 

Appellee Wayne is in no position now to assert that Visco 
Products Company has no interest in this suit, when Visco 
evinced so great an interest as to have counsel appear spe¬ 
cially for it to secure a dismissal of the Bill on jurisdictional 
grounds. 

It is submitted that the Court below should be reversed 
and the amendment allowed, making Visco Products Com¬ 
pany a party. 

H. The Denial of the Motion for Leave to Amend to Add 
Wayne’s Exclusive Licensee as a Defendant Excludes 
From the Action an Adverse and Indispensable Party 
and Nullifies the Entire Action. The Order ^Denying 
the Right to Amend Therefore Is Final in Its Nature 
and Is Appealable. 

As we have shown (supra, pp. 26-29), Wayne’s exclusive 
licensee, Visco Products Company, is an adverse party. 
Since the statute, R. S. Sec. 4915, requires notice to adverse 
parties without defining how their adverse interests are 
derived, the absence of the exclusive licensee w’ould Result in 
the defeat of the action, as was held in Nachod et al. v. Auto¬ 
matic Signal Corporation et al., supra. The result of the 
order denying leave to amend to include Visco Products 
Company as a party defendant was therefore final in effect, 
since it terminates the action, leaving appellants no ade¬ 
quate relief except by this appeal. 
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As we have pointed out, supra, pp. 23-24, the test of re¬ 
viewability is not the form of the order but its effect. The 
order denying leave to amend which prevents the inclusion 
of Wayne’s exclusive licensee, like the order dismissing as 
to Wayne, excludes from the action a party which must be 
present in order that the appellants may have an adjudica¬ 
tion that they are entitled to a patent. We have discussed 
this subject fully in connection with the order of dismissal 
as to Wayne, supra, pp. 23-26. It would appear to be imma¬ 
terial how the matter arises, whether by dismissal as to a 
necessary party or by refusal to permit amendment to bring 
in a necessary party. Thus also, although denials of peti¬ 
tions for intervention are in general not appealable, they 
are regarded as final and appealable when intervention is 
essental for the preservation of the rights of the parties. 
(U. S. v. Radice et al., 40 F. (2) 445, C. C. A. 2,1930). We 
submit that here the inclusion of Wayne’s exclusive licensee 
as a party defendant is essential for the preservation of 
appellants’ rights under R. S. Sec. 4915 and that the order 
is therefore appealable. 

CONCLUSION. 

We submit that the order of the Court below dismissing 
the bill of complaint as to Wayne is final in effect and is 
appealable, and that it should be reversed. 

We submit also that the order denying leave to amend to 
add Wayne’s exclusive licensee as a defendant is final in 
effect and is appealable; and that it should be reversed. 

Benjamin B. Schneider, 

105 West Adams Street, 
Chicago, Illinois. 

Lee B. Kemon, 

1331 G Street, 
Washington, D. C. 

Attorneys for Appellants. 

R. J. Dearborn, 

Daniel Stryker, 

Of Counsel. 

























INDEX TO APPENDIX. 


Page 


Bill of Complaint. 1 

Jurisdiction. 1 

Parties. 1 

Grounds of Complaint. 3 

Petition of John H. Bruninga for Leave to Appear 
Specially in Order to Oppose the Jurisdiction of 
this Court and to Dismiss the Bill of Complaint 
in this Cause. 9 

Stipulation. 12 


Opposition to Petition of John H. Bruninga for LeaVe 
to Appear Specially in Order to Oppose the Juris¬ 
diction of this Court and to Dismiss the Bill of 
Complaint in this Cause and Motion for Leave to 
Amend the Bill of Complaint... 13 

Amendment to Bill of Complaint. 13 

Motion for Rehearing and Reconsideration... 16 


Order. . 17 

Order.17-18 
















1 


APPENDIX 

Bill of Complaint 

Filed Nov. 6, 1941. 

To the Honorable Judges of the District Court of the 
United States for the District of Columbia. 

The Plaintiffs herein for their bill of complaint state: 

Jurisdiction. 

1. That this action arises under United States Code, Title 
35, Sec. 63 (Revised Statutes, Sec. 4915) as amended. 

Parties. 

2. That plaintiffs, William V. Vietti and Allen D. Garri¬ 
son, who are citizens of the United States and reside respec¬ 
tively in the City of Cucuta, Colombia, South America, and 

the City of Houston, County of Harris, State of 
2 Texas, are the inventors named in their patent ap¬ 
plication entitled “Method of Drilling Wells”, filed 
in the United States Patent Office on October 5, 1935, and 
bearing Serial No. 43,774, and are the original, first, and 
joint inventors of the invention disclosed and claimed in 
said application. 

3. That plaintiff, The Texas Company, is a corporation 
incorporated under the laws of the State of Delaware, and 
having a regular and established place of business at 135 
East 42nd Street, City of New York, County of New York, 
State of New York. 

4. That simultaneously with the execution of said] appli¬ 
cation which was given Serial No. 43,774, the said William 
V. Vietti and Allen D. Garrison duly executed and deliv¬ 
ered to the corporation then bearing the name, The Texas 
Company, which was a corporation incorporated under the 
laws of the State of Delaware and a subsidiary of The 
Texas Corporation, then a corporation incorporated under 
the laws of the State of Delaware, an assignment of the 
entire right, title and interest in and to the invention de¬ 
scribed in said application; that said assignment was duly 
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recorded in the United States Patent Office on or about 
October 23,1937; that The Texas Company to which the in¬ 
vention described in said application was assigned, in order 
to facilitate a merger of The Texas Company into its 
parent, The Texas Corporation, duly executed and deliv¬ 
ered to The Texas Corporation an assignment of all of The 
Texas Company’s right, title and interest in and to the 
invention described in said application; that under Section 
59A of the Corporation Laws of the State of Delaware, The 
Texas Company was merged into The Texas Corporation 
on November 1, 1941, which latter corporation there- 
3 upon assumed the name, The Texas Company, and 
under this name is a plaintiff herein; profert of said 
assignments being hereby made. 

5. That defendant, Truman B. Wayne, upon information 
and belief is a resident of the Citv of Houston, Countv of 
Harris, state of Texas, and is the inventor named in the 
application for Letters Patent of the United States, Serial 
No. 24,083, filed May 29, 1935, for “Treatment of Mud”, by 
said defendant Truman B. Wayne, who alleges himself to 
be the original and first inventor of the invention disclosed 
and claimed therein. 

6. That no other persons or organizations owning an 
interest in said Wayne application Serial No. 24,083 are at 
present known to plaintiffs, but if such persons or organiza¬ 
tions exist they are invited to appear and answer in this 
suit. 

7. That defendant, George Edward Cannon, upon infor¬ 
mation and belief is a resident of the City of Houston, 
County of Harris, State of Texas, and is the inventor 
named in the application for Letters Patent of the United 
States, Serial No. 146,018, filed June 2, 1937, for “Viscosity 
and Gel Controlled Drilling Fluid”, by said defendant 
George Edward Cannon, who alleges himself to be the orig¬ 
inal and first inventor of the invention disclosed and 
claimed therein. 

8. That defendant, Standard Oil Development Company, 
is a corporation incorporated under the laws of the State 
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of Delaware, has a regular and established place of busi¬ 
ness at 26 Broadw r ay, City of New York, County of New 
York, State of New York, and, upon information and 
4 belief, is the present owner of the title to said appli¬ 
cation Serial No. 146,018. 

9. That no other persons or organizations owning an 
interest in said Cannon application Serial No. 146,0L8 are 
at present known to plaintiffs, but if such persons or or¬ 
ganizations exist they are invited to appear and answer in 
this suit. 

Grounds of Complaint 

10. That on or about March 16, 1938, the Commissioner 
of Patents declared an interference No. 75,529 between the 
aforesaid application of William V. Vietti and Allen D. 
Garrison, Serial No. 43,774, and the aforesaid application 
of defendant Truman B. Wayne, Serial No. 24,083, and the 
aforesaid application of George Edward Cannon, Serial 
No. 146,018. 

11. That the interference proceeded upon the following 
counts: 

Count 1. In the art of drilling and controlling wells, the 
method comprising circulating in the borehole a mud con¬ 
taining an aqueous dispersion of clayey colloidal matter, 
and maintaining the mud in a thixotropic state by adding 
to it in the course of its circulation a buffer salt solution and 
a lyophile colloid. (Counts 2-5 incl. omitted.) 


5 Count 6. In the art of drilling and controlling 

wells, the method comprising circulating in the bore¬ 
hole a mud containing an equeous dispersion of clayey col¬ 
loidal matter, and maintaining the mud in a thixotropic 
state by adding to it in the course of its circulation a buffer 
salt solution, a water-soluble alkali, and a lyophile colloid. 

Count 7. In the art of drilling and controlling wells, the 
method comprising circulating in the borehole a mud con¬ 
taining an aqueous dispersion of clayey colloidal matter, 
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and maintaining the mud in a thixotropic state by adding 
to it in the course of the circulation di-sodium phosphate, 
quebracho extract, and caustic soda solution. 

Count 8. In the drilling of wells with the use of a thixo¬ 
tropic drilling fluid comprising an aqueous alkaline suspen¬ 
sion of clay and water for the removal of cuttings from the 
well, the continuous method which comprises pumping the 
mud into the well through a conduit to the locus of drilling, 
removing the mud from the well by a second conduit, set¬ 
tling the mud to effect the removal of cuttings therefrom, 
recirculating the settled mud back to the well, and main¬ 
taining the mud in a thixotropic state by adding to it in the 
course of its circulation a buffer salt solution and a lyophile 
colloid. 

12. That plaintiffs presented to the Commissioner of Pat¬ 
ents proof establishing that William V. Vietti and Allen D. 
Garrison are the original, first, and joint inventors of the 
subjects matter of said interference as defined in the above 
counts, and after due proceedings had the Examiner of 
Interferences in the Patent Office on January 30, 1941 
awarded priority of invention of Counts 1, 2, 3, 4, 7 and 8 
to Truman B. Wayne, of Count 5 to William V. Vietti and 
Allen D. Garrison, and of Count 6 to George Edward Can¬ 
non. Upon appeal taken from the decision of the Examiner 
of Interferences by all of the parties, the Board of Appeals 

of the Patent Office affirmed the decision of the Ex- 

6 aminer of Interferences, in a decision dated August 
4, 1941 which w^as clarified in a supplementary de¬ 
cision dated September 15,1941. 

13. That the Commissioner of Patents has refused plain¬ 
tiffs a patbnt for the subjects matter of Counts 1, 2, 3, 4, 6, 

7 and 8 of said interference. 

14. That plaintiffs, William V. Vietti and Allen D. Garri¬ 
son, on September 19, 1941 filed with the Commissioner of 
Patents a notice of Appeal to the United States Court of 
Customs and Patent Appeals from said decision of the 
Board of Appeals of August 4, 1941. On October 8, 1941 
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the defendant, Truman B. Wayne, filed with the Commis¬ 
sioner of Patents a notice of election under Revised Stat¬ 
utes, Sec. 4911 (United States Code, title 35, sec. 59a) to 
have all further proceedings in said interference conducted 
as provided in Revised Statutes, Sec. 4915 (United States 
Code, title 35, sec. 63), and on October 31, 1941 the United 
States Court of Customs and Patent Appeals entered an 
order dismissing said appeal of the plaintiffs, William V. 
Vietti and Allen D. Garrison. 

15. That plaintiffs, William V. Vietti and Allen D. Garri¬ 
son verily believe themselves to be the original, first, and 
joint inventors of the improvements described and claimed 
in their aforesaid patent application Serial No. 43,774, in¬ 
cluding the above counts of the interference. 

Wherefore plaintiffs pray this Honorable Court: 

1. To decree William V. Vietti and Allen D. Garrison to 
be the original and first inventors of the subject matter of 
all of the counts of the interference. 

7 II. To authorize and direct the Commissioner of 

Patents to issue to plaintiff, The Texas Company, as 
assignee of William V. Vietti and Allen D. Garrison, a pat¬ 
ent including all of the counts of the interference. 

III. For costs and such further relief as equity may 
require. 

WILLIAM V. VIETTI 
ALLEN D. GARRISON 
THE TEXAS COMPAN)T 

By 

LEE B. KEMON 
Attorney for Plaintiffs 
1331 G St., N. W. 

Washington, D. C. 

By R. J. DEARBORN 
DANIE8L STRYKER, 

135 E. 52nd St., New York, N. Y. 

Solicitors and of Counsel. 






I Angus WJtorriaon, s duly qualified Deputy Marshal, for the Southern 

District of toxas, State of Texas hereby certify that on the 10th 

day of Nonreaber, , 1941, I received the within suasions; thajt I served the 
within suwawna upon Truman B. Jayne, personally, on November isth , 1941 

at J0 o'clock/** M. at Houstcn,Texaa, by handing him a true copy thereof, 

together with a copy of plaintiffs' complaint and made the contents of the same 
known to said Wayne; and that I served the within summons upon! George Edward 
Cannon personally, on Moranber 24, , 1941, atfPrjoo'clock 4* M., at Houston, 

Texas, by himdlng said Cannon a true copy thereof, together with a copy 
of plaintiffs' complaint and made the contents of the same known to said Cannon. 
Said Truman B. Wayne and said George Edward Cannon are non-residents of the 
Dlstriot of Columbia. 
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10 Petition of John II. Bruninga For Leave to Appear 
Specially in Order to Oppose the Jurisdiction of this 

Court and to Dismiss the Bill of Complaint in this 
Cause. 

Filed Dec. 6, 1941. 

Now comes Jolm H. Bruninga and states: 

1. That he, John H. Bruninga, is an attorney-at-law, ad¬ 
mitted to practice before this court; that he resides i: i the 
State of Missouri, has an office at 1004 Market Street, St. 
Louis, Missouri, and has an associate office at S52 National 
Press Building, Washington, D. C., and that his Washing¬ 
ton associate is Charles F. Biordon at 852 National Press 
Building, Washington, D. C. 

11 2. That Truman B. Wayne, named as a defendant 
in the Bill of Complaint in the above entitled cause, 

is a resident of the City of Houston, State of Texas, and 
has an office at Bankers Mortgage Building, Houston, 
Texas, and all within the jurisdiction of the District Court 
of the United States for the Southern District of Texas, 
Houston Division. That said Truman B. Wayne is the ap¬ 
plicant of an application for Letters Patent of the United 
States, S. N. 24,083, filed May 29, 1935, referred to in para¬ 
graph 5 of the Bill. 

3. That Visco Products Company is a Delaware corpora¬ 
tion, but licensed to do business in and under the laws of 
the State of Texas, and has regular and established places 
of business in the Sterling Building, City of Houston, State 
of Texas, and at Sugar Land, Texas, both within the juris¬ 
diction of the District Court of the United States for the 
Southern District of Texas, Houston Division. 

4. That said Visco Products Company is the exclusive 
licensee under said application for Letters Patent of the 
United States, S. N. 24,083, filed May 29, 1935, and under 
all patents which may be granted for the subject matter of 
said application; that said Truman B. Wayne is not an offi¬ 
cer, agent or employee of said Visco Products Company. 

5. That neither said Truman B. Wayne nor Visco Prod¬ 
ucts Company has any residence, office, place of business or 




10 


a regular and established place of business, nor any agent 
within the District of Columbia or within the jurisdiction 
of this court. 

6. That a copy of the Bill of Complaint, together with a 
copy of a Summons in the above entitled cause, was handed 
said Truman B. Wayne at Houston, Texas, on November 

17, 1941, but that no such copy was handed Visco 
12 Products Company. That neither said Truman B. 

Wayne nor Visco Products Company have been 
served with any legal process in the above entitled cause, 
and that neither said Truman B. Wayne nor Visco Products 
Company has entered its appearance in this cause. 

7. That said Wayne application, S. N. 24,083 became in¬ 
volved in an Interference No. 75,529 declared by the Com¬ 
missioner of Patents, as specified in paragraph 10 of the 
Bill on cbunts enumerated in paragraph 11 of the Bill; that 
judgments were entered successively by the Examiner of 
Interferences and by the Board of Appeals, as set forth in 
paragraphs 12 and 13 of the Bill; that plaintiffs, William V. 
Vietti and Allen D. Garrison, filed notices of appeal to the 
United States Court of Customs & Patent Appeals; and 
that said Truman B. Wayne filed, with the Commissioner of 
Patents, a notice of election under R. S. 4911, as specified 
in paragraph 14 of the Bill. 

8. That George Edward Cannon, named in paragraph 7 
of the Bill, is a resident of the City of Houston, State of 
Texas, and within the jurisdiction of the District Court of 
the United States for the Southern District of Texas, Hous¬ 
ton Division. That said Cannon’s application S. N. 146,018 
was involved in said Interference 75,529, but that both the 
judgments of the Examiner of Interferences and of the 
Board of Appeals were adverse to said Cannon as to all of 
the counts involved in said interference and enumerated in 
paragraph 11 of the Bill, except count 6; but that said count 
6 is a distinct count and is, for subject matter, severable 
from the subject matter of the remaining counts. 
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9. That upon information and belief, neither said Cannon 
nor Standard Oil Development Company, referred to in 
paragraph 8 of the Bill, nor any other person, firm or cor¬ 
poration holding an interest in or under said Cannon 

13 application, S. N. 146,018, has filed any appeal to the 
United States Court of Customs & Patent Appeals 

from the decision of the Board of Appeals of August 4, 
1941, nor has filed any Bill in Equity under R. S. 4915 in 
any District Court of the United States against plaintiffs, 
William V. Vietti and Allen D. Garrison and The Texas 
Company, nor against Truman B. Wayne nor Visco Prod¬ 
ucts Company. 

10. Upon information and belief, that a copy of the Sum¬ 
mons and of the Bill of Complaint were given to said 
George Cannon in Houston, Texas, on November 24, 1941, 
and to said Standard Oil Development Company in New 
York on November 7, 1941; but that neither said Cannon 
nor said Standard Oil Development Company has filed any 
answer or other pleading in the above entitled cause. 

Now, therefore I, the said John H. Bruninga, pray leave 
to appear before this court to enter my special appearance 
in this cause on behalf of said Truman B. Wayne and said 
Visco Products Company, for the sole and only purpose of 
objecting to the jurisdiction of this court, and to dismiss 
the Bill of Complaint and to quash any alleged service on 
said Truman B. Wayne on the following grounds: 

I. That this court has no jurisdiction or power over said 
Truman B. Wayne or said Visco Products Company, and is 
without jurisdiction or power to enter or extend any decree 
in the above entitled cause as against said Truman B. 
Wayne or Visco Products Company. 

11. That this court has no cognizance or jurisdiction of 
the subject matter or of Truman B. Wayne or Visco Prod¬ 
ucts Company under R. S. 4915 and IT. S. C. Title 35, Sec¬ 
tion 72a. 

14 The undersigned, therefore, specifically prays for 
an oral hearing before this court; that this court 
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direct sut'li an oral hearing; and grant leave for said Tru¬ 
man B. Wayne and said Visco Products Company to appear 
specially, but not generally; and that this court dismiss the 
Bill of Complaint in this cause and quash any service or 
process upon said Truman B. Wayne. 

Respectfully submitted, 

JOHN H. BRUNINGA 
1004 Market Street 
St. Louis, Missouri 
appearing specially and not 
generally but as aforesaid. 

15 Stipulation 

Filed Dec. 11, 1941. 

To the Honorable Judges of the District Court of the 
United States for the District of Columbia 
In the above Cause, the defendant Truman B. Wayne, by 
counsel, having entered a special appearance and having 
filed on December 6, 1941 a “Petition” which challenges 
the jurisdiction of this Court with respect to the subject in 
controversy, insofar as it effects the interest of said defen¬ 
dant Thuman B. Wayne; 

It is hereby stipulated by and between opposing counsel 
that the parties plaintiff may have an additional five (5) 
days, or until December 18, 1941, within which to file 

16 a statement of points and authorities relied upon in 
reply to said “Petition”. (Rule 15, par. 5). 

LEE B. KEMON 
Local Counsel for Plaintiffs 
JOHN II. BRUNINGA 
For Truman B. Wayne 
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17 Opposition to Petition of John II. Bruninda for 
Leave to Appear Specially in Order to Oppose the 
Jurisdiction of This Court and to Dismiss the Bill of 
Complaint in This Cause 

and 

Motion for Leave to Amend the Bill of Complaint 
Filed Dec. 24, 1941. 

#*##**#••* 

20 Plaintiffs therefore pray that the petition of John 
H. Bruninga be denied for the reasons: 

(a) That this Court properly has jurisdiction of this 
cause by reason of U. S. Code Annotated, Title 35, See. 72a, 
and by reason of the residence of adverse parties in a plural¬ 
ity of districts not embraced within the same state. 

(b) That Standard Oil Development Company is a nec¬ 
essary and indispensable party to this cause. 

(c) That Visco Products Company is a necessary and in¬ 
dispensable party to this cause. 

Plaintiffs also pray for leave to amend the Bill of Com¬ 
plaint to include Visco Products Company, a Delaware cor¬ 
poration, as a party defendant. 

The amendment to the Bill of Complaint is submitted 
herewith. 

Respectfully submitted, 

LEE B KEMON 
Attorney for Plaintiffs 
1331 G Street, N. wj, 
Washington, D. C. 

#•##*#**#• 

22 Amendment to Bill of Complaint 

To the Honorable Judges of the District Court of the United 
States for the District of Columbia: 

Plaintiffs, by way of amendment to their Bill of Com¬ 
plaint herein, by leave of Court first had and obtained, com¬ 
plaining, state: 
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That they reaffirm and make part hereof all and singular 
the allegations of the original Bill herein. 

That upon information and belief Visco Products Com¬ 
pany, a corporation incorporated under the laws of the 
State of Delaware, which has a regular and established 
place of business in the Sterling Building, City of Houston, 
State of Texas, and at Sugar Land, Texas, is, and was prior 
to the institution of this action, the exclusive licensee of the 
application for Letters Patent of the United States, 
23 Serial Xo. 24,0S3, filed May 29,1935, for “Treatment 
of Mud’’, by the defendant, Truman B. Wayne named 
in the Bill of Complaint herein. 

Wlierefor plaintiffs pray that the said Visco Products 
Company be made a party defendant hereto, as if joined in 
the original Bill herein. 

WILLIAM V. VIETTI 
ALLEN D. GARRISON 
THE TEXAS COMPANY 

By LEE B KEMON 

Attorney for Plaintiffs 
1331 G Street, N. W. 
Washington, D. C. 

By R. J. DEARBORN, 

DANIEL STRYKER, 

135 E. 42nd St., New York, N. Y. 

Solicitors and of Counsel. 

#**##*#•## 
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Endorsed: Filed Feb 5 1942 Charles E. Stewart, 
Clerk 

Civil Action No. 13561 

VlETTI ET AL. 


Wayne et al. 

In this cause Mr. John H. Bruninga a member of the Bar 
of this Court has filed a petition seeking leave to appear 
specially in order to oppose the jurisdiction of the Court 
and to dismiss the bill of complaint in behalf of one of the 
defendants, Truman B. Wayne. I know of no practice such 
as this. In a proper case a party has a right to appear 
specially by his attorney. Whether an appearance is gen¬ 
eral or special is determined by the nature and purpose of 
the appearance and not by the designation given it by 
counsel. 

The record in the case however is confusing. A stimula¬ 
tion signed by the petitioner and by counsel for the plai ntiff 
in which it is recited that “the defendant Truman B. Wayne, 
by counsel having entered a special appearance ...” was 
filed after the filing of the petitioner. 

No leave of Court is necessary for the allowance of a 
special appearance, but in view of the stipulation re- 
27 ferred to I think that the defendant, Truman B. 

Wayne, has appeared by his attorney, in this cause, 
and the petition designated as the petition of John II. 
Bruninga, will be treated as an appearance, but in so far as 
it seeks leave to appear it will be denied, as leave is unnec¬ 
essary. 

w 

On the question of jurisdiction I agree with the dissenting 
opinion in the case of Nachod et al. v. Automatic Signal 
Corp., 105 Fed. (2nd) 981 and 984 to the effect that an ex¬ 
clusive licensee is not an “adverse party”, within the nean- 
ing of 8 72(a), U. S. C. A. 
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The motion to dismiss the complaint should be sustained 
and leave to file the amended complaint denied. 

BAILEY 

J. 

***##•#•## 

2S Motion for Rehearing and Reconsideration 

Filed Feb. 12, 1942. 

Now come the Plaintiffs, in above Cause by Lee B. 
Kemon, their Attorney, and move this Honorable Court for 
a Rehearing and Reconsideration of its ruling sustaining 
the Motion by Defendant, Truman B. Wayne, to dismiss the 
Complaint for lack of jurisdiction, and denying the Plain¬ 
tiffs’ Motion to Amend by adding another party Defendant, 
namely, Viseo Products Company, the exclusive licensee of 
the Defendant, Truman B. Wayne. 

In support of this Motion it is respectfully represented 
as follows: 

I. That it is not controlling in this Cause on the issue of 
jurisdiction, whether the exclusive licensee of one of the 
two named adverse and indispensable parties defendant 
is an “adverse party” within the meaning of Sec. 72 (a) 
XT. S. C. A. 

29 II. That jurisdiction of this Cause is vested by 
Statute (Sec. 72 (a) U. S. C. A.) in this Court, and 
in no other Court, because of the fact that diversity of citi¬ 
zenship exists between at least two adverse and indispen¬ 
sable parties (adverse to Plaintiff at the time of filing the 
Complaint herein). These parties are, to wit: 

1) Truman B. Wayne of Houston, Texas, and 

2) Standard Oil Development Company, a corporation of 
the State of Delaware, 

the latter company being the owner (by assignment) of the 
entire right, title and interest in and to the interfering ap¬ 
plication of Defendant, George Edward Cannon. 

III. That the jurisdiction of this Court vested by virtue 
of the diversity of citizenship of adverse and indispensable 
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parties on the basis of the relationship of the parties 
existed at the conclusion of the interference proceedi 
the United States Patent Office and at the time of 
Complaint herein; 

IV. That no subsequent event (subsequent to tint 
that this suit was brought and jurisdiction vested) cl 
vest this Court of its jurisdiction once rightfully acq 
and 

V. That by the weight of authority the exclusive asjs 
of an “adverse party” is an indispensable party in 
to obtain a patent under R. S. 4915 (see 63 U. S. 
There can be little doubt that such a licensee is a 
party. 

Respectfully submitted, 

LEE B. KEMON 
Attorney for Plaintiff $j 
1331 G Street, N. W 
Washington, D. C- 


32 Order 

The Motion for Rehearing and Reconsideration by the 
Plaintiffs of the decision of the Court dismissing the Bill 
of Complaint in the above entitled matter having been con¬ 
sidered in connection with the opposition of the defendant 
Wayne, it is hereby Ordered, Adjudged and Decreed: 

That the Motion of the Plaintiff be and is herebvlover- 
ruled. 

Signed at Washington, D. C., this 13th day of March,! 1942. 


JENNINGS BAILEY 
Justice 
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33 Order 

This Cause having come on for hearing upon the Motion 
of Defendant, Truman B. Wayne, for leave to appear spe¬ 
cially in order to oppose the jurisdiction of the Court; and 
upon the Motion of Plaintiffs for leave to amend their Com¬ 
plaint by adding as another party Defendant the Visco 
Products Company (as exclusive licensee of the Defendant, 
Truman B. Wayne); and the Court having heard the argu¬ 
ments of counsel for Plaintiffs and for the Defendant, Tru¬ 
man B. Wayne, (there being no appearance in behalf of 
George E. Cannon or Standard Oil Development Company 
named as Defendants) and being fully advised in the prem¬ 
ises, it is hereby Ordered, Adjudged and Decreed: 

1) That the Petition of counsel for Defendant, Truman 
B. Wavne, for leave to appear specially in order to oppose 
the jurisdiction of this Court, be and is hereby denied, as 
such leave is unnecessary; 

34 2) That the Defendant, Truman B. Wayne, has 
appeared specially by his attorney in this Cause; 

3) That the plaintiff’s Bill of Complaint should be and is 
hereby dismissed as to the matters in controversy between 
Plaintiffs and Truman B. Wayne (to wit, Counts 1, 2, 3, 4, 
7 and 8) for lack of jurisdiction: 

4. That the plaintiffs are denied leave to amend their 
Complaint as prayed, to include as a party Defendant the 
Visco Products Company, exclusive licensee of the Defen¬ 
dant, Truman B. Wayne. 

Signed at Washington, D. C. this 13th day af March, 1942. 

By the Court 

JENNINGS BAILEY 
Justice 
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IN THE 


UNITED STATES COURT OF APPEALS 

FOR THE DISTRICT OF COLUMBIA. 


No. 8235. 


WILLIAM V. VIETTI, ALLEN D. GARRISON, THE TEXAI 

COMPANY, 

Appellants, 


vs. 


TRUMAN B. WAYNE, GEORGE E. CANNON, STANDARD 
OIL DEVELOPMENT COMPANY, 

Appellees. 


Appeal from the District Court of the United States 
for the District of Columbia. 


BRIEF FOR APPELLEE, TRUMAN B. WAYNE. 


To the Honorable Chief Justice and the Associate Justices 
of the United States Court of Appeals for the District 
of Columbia: 

GENERAL STATEMENT OF CASE. 

This appeal (8235) is a companion case to No. 8^36, in 
which Appellee’s brief was filed September 21, 1942.*f 

* For the sake of brevity, the parties will hereinafter be referred to 
as follows: Appellants William V. Vietti and Allen D. Garrison ask Vietti 
&. Garrison; Appellant The Texas Company as Texas; Appellee Truman 
B. Wayne as Wayne; Appellee George E. Cannon as Cannon; Appellee 
Standard Oil Development Company as Standard; and Visco Products 
Company as Visco. 






_o_ 

This is a special and more restricted case than No. 8236; 
in fact, we have twice said on the Record** that if No. 
8236 is reversed, we know of no proposition of law or fact 
which would justify the affirmance of this case. 

Hence, we suggest that the Court forego consideration 
of this Brief until it has determined No. 8236; for if No. 
8236 is reversed, this case may be reversed on the same 
grounds. This Brief is presented solely for the purpose 
of answering Appellants’ contention that this case should 
be reversed, notwithstanding the affirmance of the other 
case. 

Appellants’ brief in this appeal, No. 8235, is substan¬ 
tially a repetition of Appellants’ brief in No. 8236. 

In view T of the above, we will not in this brief (8235) 
repeat v/hat was said in our brief in No. 8236, as Appel¬ 
lants have done, but we will simply confine our argument 
to the questions special to this appeal No. 8235, as dis¬ 
tinguished from the appeal in No. 8236. 

We will first summarize the appeals in order to show 
the distinctions. 

Appeal No. 8236. 

This appeal arose from an interference involving an ap¬ 
plication of Robinson, assigned to Texas; an application 
of Wayne, under winch Visco has an exclusive license; and 
an application of Cannon, assigned to Standard. 

In this interference the judgment (affirmed by the Board 
of Appeals) was in favor of Wayne on sixteen counts 
(Counts 1-6 and 8-17) and in favor of Robinson on two 
counts (Counts 7 and 8). There was no award whatsoever 
in favor of Cannon. Furthermore, a fourth party, Ayres, 
was involved in this interference, although the adverse 

••Wayne’s Motion filed September 8, 1942 (Paragraph 6), and Re¬ 
joinder filed September 23, 1942. 



— 3 — 


judgment against Ayres was not appealed to the Board 
of Appeals (Appellants’ Brief, Appendix, pp. 3-4). Cannon 
and Standard did not enter any appearance or file any 


pleading in the District Court nor in this Court. The 
District Court adjudged (Appellants’ Brief, Appendix, 
page 18): 

“3) That the Plaintiffs’ Bill of Complaint should 
be and is hereby dismissed for lack of jurisdiction.” 


Appeal No. 8235. 

The interference involved an application of Wayne un¬ 
der which Visco is an exclusive licensee; an application 


of Vietti & Garrison, assigned to Texas; and an applica¬ 


tion of Cannon, assigned to Standard. 

The award of priority (affirmed by the Board of Ap¬ 
peals) was to Wayne on six counts (Counts 1, 2, 3, 4, 7 and 
8), to Vietti & Garrison on one count (Count 5); and to 
Cannon on one count (Count 6). Cannon and Standard 
did not enter an appearance nor file any pleading in the 


District Court nor in this Court. The District Court ad¬ 


judged (Appellants’ Brief, Appendix, page 18): 

“3) That the plaintiff’s Bill of complaint should 
be and is hereby dismissed as to the matters in con¬ 
troversy between Plaintiffs and Truman B. Wayne 
(to wit, Counts 1, 2, 3, 4, 7 and 8) for lack of juris¬ 
diction.”* 

Distinction Between Appeals. 

The distinction between these appeals is as follows: In 
No. 8236 Cannon won nothing and in No. 8235 Cannon won 
one count. The order of the District Court in No. 8236, 
therefore, dismissed Appellants’ bill in toto since there 

* Obviously this was not a final order or decree appealable as of right. 
Appellee has filed a motion to dismiss this appeal and has opposed the 
allowance of a special appeal (No. 8227). 
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was no controversy between Appellants, on the one hand, 
and Cannon and Standard, on the other hand, there being 
no award in favor of Cannon and Standard. In No. 8235, 
however, the Bill was dismissed only as to the matters in 
controversy between Appellants and Wayne, because there 
was an award of priority in favor of Cannon and against 
Appellants as to one of the counts. 

Wayne did not take any appeal to the Court of Customs 
and Patent Appeals in either of these interferences as to 
the awards of priority in favor of either Appellants or 
Cannon (and Standard). Nor has Wayne filed any Bill in 
Equity under R. S. 4915 in either of these interferences 
against Appellants or Cannon and Standard. The time 
within which such action might have been taken has long 
since expired. 

The Petition of Wayne’s counsel for Leave to Appear 
Specially in reply to the Bill of Complaint specifically 
alleged (Appellants’ Brief, Appendix, page 10), as to 
Count 6 awarded to Cannon: 

“. . . that said count 6 is a distinct count and 
is, for subject matter, severable from the subject mat¬ 
ter of the remaining counts.” 

This was not denied in Appellants’ Opposition to said pe¬ 
tition (Appellants’ Brief, Appendix, page 13), although 
that Opposition was a responsive pleading to Wayne’s 
Petition. 


STATUTES INVOLVED. 

The statutes involved are the same as those involved in 
Appeal 8236, and set forth in Appellee’s Brief in that 
appeal, pages 3-4. 
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SUMMARY OF ARGUMENT. 

For convenience, we will repeat A, B, C and D <}>f our 
Summary of Argument in Appellee’s Brief in Appeal 8236 
(p. 4), adding thereto E, relating to the distinction be¬ 
tween the appeals: 

A. In a suit under R. S. 4915, the “adverse parties” 
are the plaintiff(s) and the owner(s) of the applica¬ 
tion or patent which prevailed in the interference pro¬ 
ceeding in the Patent Office. No one is an “adverse 
party” who has nothing to win or lose by the grant¬ 
ing or denying of the relief sought. Defeated inter- 
ferants other than plaintiff are not “adverse parties.” 

B. In suits under R. S. 4915 venue must be laid in 
the State of residence of the interferant who w<j>n the 
award of priority in the Patent Office. Only in cases 
where the winning interest comprises a plurali ty of 
persons (either as coinventors or as assignees o:t part 
interest) who reside in different States, do the District 
of Columbia Courts have jurisdiction under the Act 
of March 3, 1927. 

C. Where, as here, the pleadings state no justiciable 
controversy between plaintiff and a named defendant, 
the joinder of that named defendant cannot create 
jurisdiction in the Federal Courts. 

D. The Act of March 3, 1927, created jurisdiction 
in the District of Columbia Courts to entertain suits 
under R. S. 4915 where jurisdiction could not be ob¬ 
tained elsewhere; the record must affirmatively show 
the impossibility of obtaining jurisdiction elsewhere 


This record 


does 


before jurisdiction here attaches, 
not so show. 

E. Count 6, awarded to Cannon (and Standard), is 
for Subject-Matter separable from the Subject-Matter 
of the remaining counts; and Cannon and Standard 
have, at most, an interest which is separable fronji that 
of Wayne, and should not be joined in the samp suit 
with Wavne as Parties-Defendant. 




ARGUMENT. 


We refer this Court to the Argument in Brief for Ap- 
pellee in Appeal 8236 (pp. 5-25), with the addition of the 
following, relating to the distinction between the appeals: 

Count 6, Awarded to Cannon (and Standard), Is for Sub¬ 
ject-Matter Separable from the Subject-Matter of the 
Remaining Counts; and Cannon and Standard Have, 
at Most, an Interest Which Is Separable From That 
of Wayne, and Should Not Be Joined in the Same Suit 
With Wayne as Parties-Defendant. 

The Bill of Complaint in this cause sets forth Count 6 
(Appellants’ Brief, Appendix, page 3), and that the award 
as to this count was to Cannon, with affirmance by the 
Board of Appeals (p. 4). The Petition of John H. Brun- 
inga for Leave to Appear Specially admits this award to 
Cannon as to Count 6, but states (Brief for Appellants, 
Appendix, page 10) 

. . that said count 6 is a distinct count and is, 
for subject matter, severable from the subject matter 
of the remaining counts.” 

This allegation was not denied in Appellants’ Opposition 
to said petition (p. 13) or in any other pleading. As noted 
previously, the order of the District Court dismissed the 
Bill 

“. . . as to matters in controversy between Plain¬ 
tiffs and Truman B. Wayne (to wit, Counts 1, 2, 3, 4, 
7 and 8) for lack of jurisdiction.” 

The bill was not dismissed as to the controversy between 
Appellants on the one hand and Cannon and Standard on 
the other hand, as to Count 6, awarded to Cannon. We 
submit that this precludes Appellants from raising the 




question as to whether Count 6, awarded Cannon, is a dis¬ 
tinct count and is for subject matter separable from the 
subject matter of the remaining counts. 


S 


an 


Every Claim Represents a Separate Cause of Action 

In controversies involving claims, each claim inv 
separate controversy because “claims are independ^ 
ventions.” Leeds & Catlin vs. Victor Co., 213 U. 
319. Indeed, the rule is that “each claim of a 
covers a complete invention, and is, in substance, 
pendent patent.” XXth Century Co. v. Taplin et 
F. 96, 100, C. C. A. 6, citing decisions. Daimler Imp<J) 
v. Daimler, 222 F. 259, 267. Indeed, “every claim 
sents a separate cause of action.” Stumpf v. Sell 
Co., 252 F. 142, 143, C. C. A. 2. 

In Fulton Co. v. Powers Co., 263 F. 578, C. C. A. 
Court said (1. c. 580): 


“(1) Strictly speaking, infringement of a pa 
an erroneous phrase; what is infringed is a 
which is the definition of invention, and it 
claim which is the cause of action.” 


blves a 
nt in- 
301, 
patent 
inde- 
., 181 
rt Co. 


41 


repre- 

reiber 


2, the 


;ent is 
claim, 
is the 


Office 


That the above view is recognized by the Patent 
is evidenced from the fact that before any claims can be 
added to an interference already declared, the party mov¬ 
ing to add such claims must file a certificate that the 
claims added are patentably distinguishable from claims 
already in interference; and that was done in thijs case 
■when claims were added to the interference. 

This view is also evidenced by the fact that aft<br the 
termination of an interference the Patent Office will issue 
patents to the respective parties for the claims awarded 
to them. Thus, if Appellants had not carried the proceed¬ 
ings any further, patents would have issued to Wayne on 
counts 1, 2, 3, 4, 7 and 8, to Texas on count 5 and to $tand 
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ard on count 6; indeed, under R. S. 4911, as amended Au¬ 
gust 5, 1939, the patents could have been issued regardless 
of a Bill under R. S. 4915.* 

A Separable Controversy Is Wholly Determinable Between 
the Parties Thereto. 

When and what controversies are separable have been 
repeatedly determined in the United States courts by deci¬ 
sions under the Removal Statute, 28 U. S. C. 71. The 
statute uses the expression, 

“. . . which can be fully determined as between 

them.” 

In 54 C. J. 290 it is stated: 

“A controversy is separable, within the meaning 
of the statutes relating to the removal of causes from 
a state court to a federal court, where the right as¬ 
serted against the defendant interested therein is sep¬ 
arate and distinct from that asserted against his co¬ 
defendants, so that it may be wholly determined be¬ 
tween such defendant and plaintiff . . . ” 

While it is stated (54 C. J. 291) that a separable contro- 

versv must be real and substantial and not fanciful and 
* 

that mere incidents to the subject matter of the suit do 
not produce a separate controversy, the author states: 

“. . . Where a separable controversy actually 

exists, however, it is immaterial w’hat other contro¬ 
versies or grounds of action may be involved in the 
suit, or what collateral issues are connected there¬ 
with.’ ’ 

The author further says (page 291): 

“Where separate and distinct liabilities on the part 
of two or more defendants are alleged or shown by 

• The provision In R. S. 4911 (35 U. S. C. 59a), withholding the issue 
of the patents pending determination under R. S. 4915, was omitted by 
the amendment of August 5, 1939, to R. S. 4911, that is, after the institu¬ 
tion of the interference. 
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plaintiff’s pleadings, or where different relief is isought 
against the several defendants, there is a separable 
controversy between each of them and plaintiff, even 
though the suit is made joint in form for the purpose 
or with the design of defeating removal . . .” 

Pullman Co. et al. v. Jenkins et al., 305 U. S. 53jl, was 
an accident case involving negligence. The Supreme Court 
said (1. c. 539): 


“Thus if defendants are charged with negligence, 
but the charge against the nonresident defendant is 
based on different and nonconcurrent acts of negli¬ 
gence and a cause of action wdiich is joint in character 
is not alleged, a separable controversy is presented.” 


Stevenson v. Meladv et al., 30 F. Supp. 262, was a suit 
against several defendants involving an agreement io em¬ 
ploy plaintiff to find a market for the sale of stock.! One 


cause of action against one of the defendants was on a 
quantum meruit basis. The Court said (1. c. 263): 


“The sixth cause of action sets forth a claim in the 
nature of a quantum meruit for work done fqr the 
defendant, John C. Grier, in finding a market for and 
selling securities of Mueller Brass Company and F. L. 
Jacobs Company. I am persuaded that the sixthj cause 
of action states a separable controversy between plain¬ 
tiff and Grier because I believe that this claim njay be 
determined without the presence of the other defend¬ 
ants; that it arises out of a different duty and results 
in a separate liability.” 

It has been held in condemnation proceeding that a 
suit against the owner of the fee of the entire tract and 
the lessee of a portion of it presents a separable contro¬ 
versy as to the part not leased (Sugar Creek v. McKell, 
75 F. 34); and that a suit against the owners of different 
parcels of land, although joined as permitted by local stat- 




utes, presents a separable controversy between the plain¬ 
tiff and the owner of each tract (Deepwater Ry. Co. v. 
Western Co., 152 F. 824, 826). 

The jurisdiction of a court cannot be enlarged by uniting 
in a civil suit a cause of action in which the court is with¬ 
out jurisdiction with one in which it has jurisdiction. 
Geneva Co. v. Karpen Brothers, 238 U. S. 254; National 
Co. v. New York Co., 185 F. 533; Electric Co. v. Lake Co., 
215 F. 377. 

This Cause Presents Separable Controversies and Distinct 
Causes of Action. 

How then stands this case? Appellants have brought 
suit against Wayne, who resides in Texas, against Cannon, 
who resides in Texas, and against Standard, a Delaware 
corporation, but who was given a copy of the summons in 
New York (Appendix, page S). # It was not shown that 
Standard could not have been sued in Houston, Texas, 
where both Wayne and Cannon reside and were handed 
summons. (See Appellees 1 Brief in No. 8236, pp. 22-3.) 

The Bill of Complaint alleges three awards of priority 
(Appendix, pages 3-4): one to Wayne, one to Texas and 
one to Cannon (and Standard). Wayne has not contested 
here the award of priority to Appellants, nor to Cannon 
(and Standard). Cannon and Standard have not con¬ 
tested the award of priority to Wayne, nor to Appellants. 

• It is to be noted here, as was noted in our brief on appeal No. 8236, 
pages 5-6, that Appellants stated in their Motion for Rehearing and Re¬ 
consideration (Appeal 8235, Appendix, page 16): 

“I. That it is not controlling in this Cause on the issue of jurisdic¬ 
tion, whether the exclusive licensee of one of the two named adverse 
and indispensable parties defendant is an ‘adverse party’ within the 
meaning of Sec. 72 (a), U. S. C. A.” 

Appellants then contended that jurisdiction was relied upon because 
the two defendants, Wayne and Standard, resided in different states. It 
is also to be noted that Visco, although like Standard a Delaware corpo¬ 
ration, admittedly "has a regularly established place of business in . . . 
Houston . . . Texas” (Appendix, page 14), which is also the allega¬ 

tion with respect to Standard—being a Delaware corporation and hav¬ 
ing a “regular and established place of business at . . . New York 

. . . New York” (Appendix, page 3). 
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That the controversy over Count 6 is a separable 
troversy is clear from the decisions cited, which s 
cally decide that each claim constitutes “a separate 
of action.’’ Applying the words of the Removal S 
the controversy over Count 6 is one “which can b< 
determined as between them,” that is, between App< 
on the one hand and Cannon and Standard on the 
hand. That controversy can be fully determined,* 
out the presence of Wayne who has not conteste( 
award here. It is immaterial that there was an aw 
priority as to other counts to Wayne and Appella 
The two awards were “based upon different and 
concurrent acts.”*** 


e con- 
pecifi- 
cause 
:atute, 
s fully 
diants 
other 
with- 
l that 
ard of 
nts.** 

I non- 


The situation here is not only analogous to those in¬ 
volved in Pullman v. Jenkins, 305 U. S. 534, 538, supra, 
and Stevenson v. Melady, 30 F. Supp. 262, 263, supra, but 
is even more closely analogous to condemnation proceed¬ 
ings involving a fee and a lease (Sugar Creek v. McKell, 
75 F. 34, supra), and involving different parcels oi land 
(Deepwater Co. v. Western Co., 152 F. 824, 826, supra). 

The argument of Appellants’ counsel in their brief, 
pages 22-23, overlooks the fundamental principles of law 
involving separate causes of action and separable contro¬ 
verts. The fact that in the Patent Office there was a single 
proceeding does not make any more difference than :.n the 
ordinary case where it is sought to file in a state court a 
single suit involving separable controveries; for a, suit 
under R. S. 4915 is not an appeal, but a proceeding de novo, 
as Appellants’ counsel recognize. Finally, the argument 
in Appellants’ brief of the presence of a separable con¬ 
troversy and distinct causes of action comes too late, since 

* By a proceeding under RCP Rule 55. 

** 54 C. J 291, cited. 

**• Pullman Co. v. Jenkins, 305 U. S. 534, 538, supra. 
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Appellants did not deny in their Opposition to "Wayne’s 
petition (Appendix, page 10) 

. . that said count 6 is a distinct count and is, 
for subject matter, severable from the subject matter 
of the remaining counts.” 

The situation is, therefore, the usual one where averments 
in a pleading (Wayne’s Petition), not denied in a respon¬ 
sive pleading (Plaintiffs’ Opposition) are taken as ad¬ 
mitted. 


CONCLUSION. 

We have shown in Appellee’s Brief in No. 8236 that the 
Bill of Complaint was properly dismissed for lack of juris¬ 
diction by the District Court, because neither Cannon nor 
Standard were adverse parties as contemplated by the Act 
of March 3, 1927, but that the suit should have been insti¬ 
tuted in the U. S. District Court at Houston, Texas, where 
Wayne, the only adverse party in that case, resides. 

Appellants’ counsel finally conceded (No. 8236 brief, 
Appendix, page 16) and here (No. 8235 brief, Appendix, 
page 16) that the presence or absence of Wayne’s exclu¬ 
sive licensee, Visco, “is not controlling in this Cause on 
the issue of jurisdiction.” 

In this appeal, as distinguished from No. 8236, we have 
shown that the same parties are involved, namely, Wayne, 
Texas, and Standard, with the distinction that there was 
an award of priority in favor of Cannon (Standard) as to 
a distinct count (Count 6), alleged in Wayne’s petition 
(Appellants’ Brief, Appendix, page 10), as “for subject 
matter, severable from the subject matter of the remain¬ 
ing counts,” which was not denied in Appellants’ Opposi¬ 
tion. While, therefore, Standard is an adverse party to 
Appellants on Count 6, this involves a separate cause of 
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action and a separable controversy between Appellants 
and Standard, capable of determination without th^ pres¬ 
ence of Wayne or Visco. Indeed, because of the failure 
of Cannon and Standard to appear and answer, th^t con¬ 
troversy is readily determinable by default under Rjule 55 
of the Rules of Civil Procedure, for Wayne does nc|t con¬ 
test here the right of either Appellants or Cannon or 
Standard to that count. 

The joinder of Wayne and Cannon in this cause did not 
give the District Court of the District of Columbia juris¬ 
diction by the inclusion of the separable controversy be¬ 
tween Appellants and Standard, under the principl|e that 
the jurisdiction of a court cannot be enlarged by uniting 
in a civil suit a cause of action in which the court is with¬ 
out jurisdiction with one in which it has jurisdiction 

Appellants’ counsel have overlooked the purpose of the 
amendment to R. S. 4915 by the Act of March 3, 1927. 
The purpose of that amendment was to take care of the 
situation where jurisdiction of all adverse parties could 
not be secured in one forum. The purpose was hot to 
flood the District Court of the District of Columbia with 
interference proceedings under R. S. 4915. The purpose 
was not to drag a prevailing party and his witnesses from 
the district in which that prevailing party resides to 
the District of Columbia—in this case, 1,300 milesj from 
Houston. 

The very purpose of Rule 20, Paragraph (b), relating 
to “permissive joinder of parties,” is such that a court 
can make such orders 

“. . . as will prevent a party from being embar¬ 
rassed, delayed, or put to expense by the inclusion of 
a party against whom he asserts no claim an4 who 
asserts no claim against him.” 
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Here, in this appeal, Cannon and Standard assert no claim 
against Wayne as to the counts on which Wayne prevailed, 
and WaVne asserts no claim against Cannon and Standard 
on the count on which Cannon prevailed. As to the count 
on which Cannon prevailed, the Rule even provides for 
“separate trials,” and Wayne has no interest as to what 
the outcome will be between Appellants on the one hand 
and Cannon and Standard on the other hand. 

The Afet of March 3, 1927, Title 35, Sec. 72 (a), requires 
a showing by plaintiff as a precedent to asking the Dis¬ 
trict Court for the District of Columbia to entertain a suit, 
for the provision is that 

“it shall appear that there is an adverse party resid¬ 
ing in a foreign country, or adverse parties residing 
in d plurality of districts not embraced within the 
same state.” 

This Appellants have not shown; for admittedly Wayne 
and Cannon are suable in the U. S. District Court at 
Houston, Texas. Admittedly, the status of Visco as an 
adverse party is not controlling, apart from the fact that, 
admittedly, Visco has a regular and established place of 
business at Houston, Texas, and therefore suable there. 
As to Standard, the allegation is that it is a Delaware 
corporation and has a regular and established place of 
business at New York, New York, where the summons was 
handed it to the satisfaction of Plaintiffs. It has not been 
shown that Standard did not have a regular and estab¬ 
lished place of business and was not suable in Houston, 
Texas, 'where-Wayne, Cannon, and even Visco, are suable. 

Appellants cannot complain of any possible injustice to 
them, for as early as December 6, 1941, Wayne’s Petition 
objecting to the jurisdiction gave Appellants notice of 


every issue in this case, including that Count 6, awarded 
to Cannon, “is for subject matter severable from the sub¬ 
ject matter of the remaining counts. ” 

The decree of the court below, it is submitted, Should 
be affirmed. 

Respectfully submitted, 

JOHN H. BRUNINGA, 

1004 Market Street, 

St. Louis, Missouri, 

JOHN H. SUTHERLAND, 

1004 Market Street, 

St. Louis, Missouri, 

CHARLES E. RIORDON, 

852 National Press Bldg., 
Washington, D. C., 

Attorneys for Truman B. Wayne, Appear¬ 
ing Specially for the Purpose of Object¬ 
ing to the Jurisdiction of District of 
Columbia Courts. 

St. Louis, Missouri, 

November 3, 1942. 
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IN THE 


United States Court of Appeals 

for the District of Columbia 


No. 8235 

Civil Action No. 13,561 in the District Court 
the United States for the District of Columb 


WILLIAM V. VIETTI, Cucuta, Colombia 
ALLEN D. GARRISON, Houston, Texas, 

THE TEXAS COMPANY, a Delaware Corporation, 

Appellants, 

v. 

TRUMAN B. WAYNE, Houston, Texas, 

GEORGE EDWARD CANNON, Houston, Texas, 
STANDARD OIL DEVELOPMENT COMPANY, a Dela¬ 
ware Corporation, 

Appellees. 


REPLY BRIEF FOR APPELLANTS. 


To the Honorable the Chief Justice and 

Associate Justices of the Court of Appeals: 

In appellee’s brief in this appeal, reference is mhde to 
the close similarities between the facts in this case a:id the 
identity of the fundamental legal questions involved, and 
some criticism is made of appellants for having filed com¬ 
pletely independent briefs in both cases. 

Such criticism comes with ill grace from appellee Wavne. 


South America, 



On or about May 18, 1942, appellants filed a motion for the 
consolidation of proceedings in the two cases for briefing 
and argument, setting forth the similarities in the facts 
and identity of the legal questions involved. 

Appellants’ motion to consolidate was opposed by Wayne 
by a paper filed May 22, 1942, in which counsel for Wayne 
then stated: 

(p. 2) 

‘ 'The Cases Involve Different Facts and Different Legal 

Principles and Hence Should Hot be Consolidated. 

“Thus it appears that the only thing in common be¬ 
tween the cases, is some of the names.” 

(p.3) 

“We emphatically disagree with the movant’s asser¬ 
tion that the facts involved in these cases are similar, 
or that the basic questions are substantially the same.” 

Appellee’s counsel were not new in the case and were 
entirely familiar with the facts and the prior proceedings 
in both cases when these statements were made. 

Upon Wayne’s opposition this Court denied appellants’ 
motion for consolidation. In consequence, appellants did 
as they were required to do—they filed separate and com¬ 
plete briefs in each case. 

Wayne now-, in his brief in this case, refers largely to 
his brief in No. 8236; and we have fully replied in our reply 
brief in that case. We shall not repeat our reply here. 

Separability of Count 6. 

We have shown in our main brief (pp. 22-23) that the 
split award of the claims in the single interference did 
not give rise to two separable actions against two winning 




parties. Wayne’s brief raises certain additional 
which we answer here. 


points 


It is asserted in appellee’s brief (pp. 4, 11-12) that the 
statement in the Petition filed bv his counsel that 

“said count 6 is a distinct count and is, for subject 
matter, severable from the subject matter of the re¬ 
maining counts” 

is admitted because not specifically denied. 

We submit that this is erroneous. This statement was 
a conclusion, not an allegation of fact. The facts were 
the subjects matter of the several counts themselves;, fully 
set forth and quoted in the complaint (App.* pp. 3-4). 
Whether they were or were not separable must be deter¬ 
mined by the Court from the counts and not from a mere 
conclusion of a pleader. 

But irrespective of whether count 6 is or is not a distinct 
and separable issue, the causes of action with 
count 6 and to the remaining counts are properly 
under Rule 20(a) if the “adverse parties” who 
made defendants are the same in each case and 
court has jurisdiction. 

All counts were in the same interference in the 
Office; the same three parties were involved as to 
them; and all three parties persisted in their eff< 
secure the claims throughout the entire proceedings leading 
to the cause of action in the court below under R. S. Sec. 
4915. Hence as to count 6 as well as to the remaining <jounts, 
when appellants brought this action, Development Cb. and 
Wayne were “adverse parties,” and indispensable parties 
defendant. Since they reside in different states, the requi¬ 
sites for jurisdiction in the District Court of the district 
of Columbia were present, as fully shown in our maii^ brief 
in this cause and in our briefs in Xo. 8236. 



*App. refers to the Appendix to Appellants' main Brief. 
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Appellee’s argument is valid only if his major premise 
be admitted, that in a three-party interference, only the 
winning party is an “adverse party” to the party bringing 
the 4915 action. We have shown this to be incorrect in 
our briefs in this cause and in No. 8236. 

Appellee’s reliance upon the Removal Statute, 28 U. S. C. 
71, and the text and cases construing that Statute to sup¬ 
port his contention that count 6 awarded to Cannon is for 
subject matter separable from that awarded to Wayne, 
appellee’s brief, pp. 7 and 8, shows how hard-pressed is 
appellee to find authority supporting his contention. The 
cases cited refer to the removal of portions of cases from 
state courts to district courts of the United States where 
other portions are not removable, and has no bearing on 
the instant situation. 

We submit that the decree of dismissal as to Wayne 
should be reversed. 


Jurisdiction. 

It is noted that no objection is made by Wayne in his 
brief to the jurisdiction of this Court in this appeal. 

Respectfully submitted, 


Benjamin B. Schneider, 
105 West Adams Street, 
Chicago, Illinois. 


Lee B. Kemon, 

1331 G. Street, 
Washington, D. C. 

R. J. Dearborn, Attorneys for Appellants. 

Daniel Stryker, 

Of Cotmsel. 




